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Tue Moxie Company v. Noxie Kota Company or New York, INc. 


AND Noxie Kora Company, Inc. 
United States District Court, Southern District of New York 


June 13, 1939 


Trape-Mark INFRINGEMENT—“Moxie” ano “Noxite Kora” on CArRBONATED 
Beveraces—ConFuictinG Marks. 

The name “Noxie Kola” held to be deceptively similar to the word 

“Moxie,” both marks being used on carbonated bottled beverages. 
Trape-Marks—“Moxie”—Non-Descriptive aNnp Non-GeooraPHicaL TERM. 

The word “Moxie,” used by plaintiff since the year 1885 as a trade- 
mark for its carbonated beverages, held neither descriptive, as indicating 
the ingredients of which the drink is compounded, nor geographical as 
being the name of a lake in Maine, but a valid trade-mark identifying 
plaintiff's product. 

Unrarr Competirion—*“Noxie”—Use or Trape-Mark In Corporate NaAME— 
INJUNCTION. 

The adoption and use by defendants, assignee of a Canadian cor- 
poration, of the name “Noxie” and the words “Noxie Kola,” the former 
as a part of their corporate names, and the latter as the trade-mark of 
a product in competition with plaintiff, held unfair competition. 


In equity. Action for trade-mark infringement and unfair com- 
petition. Injunction granted. 
Roberts, Cushman & Woodberry, of Boston, Mass., and (Ben- 
jamin B. Avery, of counsel, of New York City), for plaintiff. 
J. T. Basseches, of New York City, for defendants. 


Lerpett, D. J.: By this motion plaintiff seeks a preliminary 
injunction in a suit to enjoin infringement of plaintiff's registered 
trade-mark “Moxie” and to restrain unfair competition by the de- 
fendants because of the use by them of the name “Noxie Kola” on a 
similar and competing product. Plaintiff also seeks to enjoin the 


use of the word ““Noxie” by the defendants as a part of their cor- 
porate titles. 


Plaintiff, The Moxie Company, is a Massachusetts corporation 
engaged in the manufacture and sale of a carbonated beverage and a 
syrup for making the same, under the registered trade-mark 
“Moxie.” In connection with such manufacture and sale the plain- 
tiff and its predecessors have made continuous and exclusive use in 
the United States of the name “Moxie” from the year 1885. The 
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word “Moxie’’ was first registered in the United States Patent Office 


in 1885 under No. 12565 and again in 1907 under number 62,295 by 


plaintiff’s predecessors, the latter registration being renewed by 
the Patent Office in 1927. In 1924 the United States Patent Office 
also granted to plaintiff's predecessor trade-mark No. 189,066 for 
the word “Moxie” in a slightly different style of type. The word 
“Moxie” is applied or affixed to plaintiff's bottles or receptacles by 
placing thereon a printed label on which the trade-mark is shown. 
In 1927 plaintiff's predecessor sold and assigned to plaintiff its 
business and good-will together with its trade-mark “Moxie” and 
all its rights therein. 

The affidavits and exhibits indicate that the “Moxie” trade-mark 
has been for many years one of the best known trade-marks for soft 
drinks in the United States. Since the year 1908 the gross receipts 
from the sale in this country of bottled ‘‘Moxie” and “Moxie” syrup 
have exceeded $35,000,000, and more than $6,000,000 has been 
spent in the same period to advertise the name “Moxie” and the 
product which it identifies. Plaintiff's beverage is sold at retail, 
principally at soda fountains and drug stores. It is ordered by both 
the retail dealers and the purchasing public by the name “Moxie.” 
The name “Moxie” is accepted by the general public as the badge of 
the beverage of plaintiff's manufacture. 

The defendant, Noxie Kola Company, Inc., is a Maryland cor- 
poration and the defendant, Noxie Kola Company of New York, 
Inc., is a New York corporation. Both have an established place of 
business in the Borough of Manhattan, City of New York, where 
the acts complained of are alleged to have been and are being carried 
on. It appears that both defendant corporations were incorporated 
in January of the present year. The defendants manufacture and 
sell in interstate commerce a carbonated beverage made from an 
extract of the Cola nut and leaves. Defendants claim the drink is 
made under an old recipe formerly the property of the Crystal 
Spring Bottling Works of Waterloo, Province of Quebec, Canada. 
It is stated that this beverage has been sold in Canada under the 


name ““Noxie-Kola” since the year 1900. Defendants’ predecessor 
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registered the name “‘Noxie Kola’ in Canada on or about June 28, 
1906 for “a certain beverage, a temperance drink—nerve tonic and 
blood purifier.”” Defendants acquired their interests in the Canadian 
drink and the Canadian trade-mark “Noxie Kola’ by virtue of a 
recent assignment bearing the date of February 4, 1939. ‘The 
papers before me are barren of any claim that the beverage “Noxie 
Kola”’ was ever sold in the United States prior to the incorporation 
of the defendants in this country. 

The governing personnel of both defendants were, prior to the 
year 1939, officers or employees of the Pepsi-Cola Company, another 
manufacturer of a’carbonated beverage of the same general class as 
that of the plaintiff and defendants. By reason of their previous 
connections, these individuals were familiar with the various car- 
bonated beverages of national reputation sold in the United States, 
as well as the trade-names or trade-marks under which they were 
merchandised. ‘The words “Noxie Kola” are applied or affixed to 
defendants’ bottles or receptacles by placing thereon a_ printed 
label prominently bearing the words “Noxie Kola.’ Like plaintiff's 
beverage, defendants’ drink is sold at retail and is similar in ap- 
pearance and taste to that of the plaintiff. 

During the short period of their operation the defendants have 
circularized the soft drink trade advertising the advent of “Noxie 
Kola” in the United States. In all their advertisements, letter 
heads and labels, and on their bottles and caps the word “Noxie” 


is given a prominent place. For example upon their bottle label the 


defendants use the words “Noxie Kola,” the word “Noxie” appear- 


ing above the word “‘Kola” and the words “Trade Mark” appearing 
beneath the word “Noxie.” In one of their advertisements de- 
fendants refer to their syrup as ‘“Noxie” alone and say “No mixing 
required. Noxie is a finished syrup ready for bottling.” These are 
typical instances of the use of the word ““Noxie” by the defendants 
in connection with the marketing of their beverage. In addition, 
the word “Noxie” is employed by the defendants as the first word 


of their corporate titles. 
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Plaintiff contends that the use of the words “‘Noxie” and “Noxie 
Kola” by the defendants upon their beverage and advertising ma- 
terial infringes plaintiff's registered trade-mark “Moxie” and that 
the use of the word “Noxie’” by the defendants constitutes unfair 
competition. 

This court has jurisdiction of the action. There is diversity of 
citizenship and a matter in controversy involving much more than 
$3,000.00. The registration of the word ‘Moxie’: in the United 
States Patent Office also furnishes a ground for federal jurisdiction 
and such jurisdiction should be continued to determine the issue of 
unfair competition connected with the use by defendants of plain- 
tiff’s trade-mark. (15 U.S.C. A. § 97; 28 U.S.C. A. § 41, par. 7; 
Armstrong Co. v. Nu-Enamel Corp., 305 U. S. 315 [29 T.-M. Rep. 
3.) 

Defendants in opposing this application for a preliminary in- 
junction argue that it should not be granted because (1) defendants’ 
assignors used the name “Noxie Kola” before plaintiff and its prede- 
cessors used the name “Moxie”; (2) that the names “Moxie” and 
“Noxie Kola’ are totally dissimilar and could not possibly lead to 
confusion in the beverage trade so as to result in a diversion of 
profits from the plaintiff to the defendants; (3) the word “Moxie’’ 
is (a) descriptive, (b) is the name of an individual, Lieutenant 
Moxie, and (c) is geographic, the name of a Maine lake. 

As to prior use—the use of the words “Noxie Kola” upon which 
the defendants rely, is the use made of these words by the de- 
fendants’ predecessor. Defendants’ own use of the words dates only 
from January of this year at the earliest. The use of the words 
“Noxie Kola” by defendants’ predecessor from 1900 was confined 


to the Dominion of Canada and probably only to the Province of 


Quebec. That the words “Noxie Kola” were never employed by the 


defendants’ predecessor, or anyone else for that matter, in the 
United States until defendants adopted the name in January of this 
year, does not appear to be in dispute. 

This is not an action by a foreign manufacturer who claims pre- 
vious sales of his product in the United States under a foreign trade- 


mark and, as a result, the acquisition of certain rights in the name 
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which make it uhlawful for another to register in this country the 
same or a similar trade-mark. The prior use of the words “Noxie 
Kola” in Canada by defendants’ predecessor, who never sold his 
product under that name in this country, cannot be urged to protect 
the Canadian name in the United States, when that name conflicts 
with a trade-mark otherwise properly registered here and applied 
to and identifying a product of a similar class sold for many years 
in the United States. On the question of use, therefore, the de- 
fendants must rely only upon their own use thereof in the United 
States for a period not exceeding five months, and that is of no avail 
in this case. 

The Circuit Court of Appeals for the Second Circuit in Le Blume 
Import Co., Inc. v. Coty, et al., 293 Fed. 344 [13 T.-M. Rep. 233], 
discussed the effect, upon a United States trade-mark, of prior use 
of the same or a similar mark in a foreign country by one who had 
not used the mark or sold his product in the United States. The 
Circuit Court, in this connection said (p. 350): 


But the right of Coty to protect his trade-mark “Lorigan” or his right 
to use “L’Origan” upon his perfumes in the United States is not dependent 
upon whether he has any exclusive right to the trade-mark or to the trade- 
name in France. It cannot be denied that the protection of a trade-mark 
in the United States is not to be defeated by showing a prior use of a 
like trade-mark in France, or in some other foreign country. It is not 
essential that one who claims protection of his trade-mark should in all 
cases be able to show that he first used it. The prior use of a mark by an- 
other in some foreign country is not fatal, if the one claiming protection is 
able to show that he was first to use it in this country. Gorham Mfg. Co. 
v. Weintraub (D. C.), 196 Fed. 957; Walter Baker & Co. v. Delapenha 
(C. C.), 160 Fed. 746; Richter v. Reynolds, 59 Fed. 577, 579, 8 C. C. A. 220; 
Richter v. Anchor Remedy Co. (C. C.), 52 Fed. 455, 458. 


I pass now to the defendants’ second point of opposition, namely 
that the words “Noxie’’ or “Noxie Kola’ are not so similar in ap- 
pearance or sound to plaintiff's trade-mark “Moxie” as to justify 
a finding that confusion will result in the beverage trade and in the 
public mind from their concurrent use. Plaintiff and defendants are 
in the same type of business. Both sell a non-alcoholic, carbonated 
beverage of practically the same color and appearance. Both cater 
to exactly the same trade. Both sell the beverage of their manufac- 


ture in glass bottles upon which there are displayed their respective 
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marks on labels affixed to such bottles. Both employ their names 
upon the bottle caps, the plaintiff ‘““Moxie,”’ the defendants “Noxie 
Kola.”’ Both claim their names to be trade-marked. Plaintiff's 
label bears the notation ‘“Trade-Mark Reg. U. S. Pat. Office’ 
directly under the word “Moxie.”” The defendants do not announce 
on their labels that their trade-mark is of Canadian origin. They 
simply display the words “Noxie Kola,’ with the words “‘trade- 
mark” under the word “Noxie.” A person seeing the latter label 
would undoubtedly infer that the trade-mark of the defendants was 
a duly registered United States trade-mark. There is no reason 
why he should think otherwise. 

However, it is urged that the plaintiff markets its products 
under the single word “Moxie,” whereas the defendants market 
theirs under the double word “Noxie Kola.” This defendants con- 
tend is difference enough. They say that the addition of the word 
“Kola” to the word “Noxie’” eliminates the possibility of passing 
off their beverage as “Moxie,” the beverage of the plaintiff. With 
this contention I cannot agree. “Kola” is a purely descriptive term. 
It signifies the Kola nut or an extract of it. There are any number 
of Kola drinks upon the market such as “Coca-Cola,” “Royal Crown 
Cola,” “Pepsi Cola,” “Cheri Cola,” ““Double Kola,” “Nichol Kola,” 
“Twin Cola,” “Yankee Kola,’ “Lola Kola,” “Lime Cola,’ “Cleo 
Cola,” ““Cana-dry Cola” and “Pop Kola.” In all of these, the dis- 
tinguishing or identifying word is the first word. The only ar- 
bitrary or distinctive portion of ““Noxie Kola” is the word “‘Noxie.” 

Defendants’ own advertisements clearly show that the “Kola’’ 
portion of their mark is merely descriptive of the type of drink. In 


or 


one of their advertisements defendants state ‘““Today more five-cent 
kola drinks are sold in the United States than all other flavors com- 


bined.” “Noxie Kola is a full-bodied, full strength kola drink 


with an abundance of delicious stimulating flavor. It gives great 


value to the consumer and an honest profit to the dealer and the 
bottlers. The truth of this statement will be discovered instantly 
by comparing Noxie Kola with every other kola drink on the 


market.” 
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Is the word “Noxie” so similar to the word “Moxie” as to mis- 
lead purchasers of ‘“Noxie Kola” into the belief that they are buying 
a drink of the plaintiff's manufacture? There is no difference be- 
tween the two words except in the initial letter. The spelling is 
otherwise identical. There is practically no difference at all in 
sound. The plaintiff's “M” is changed by the defendants to “N.” 
No two letters in the English alphabet are more similar in sound or 
appearance than “M” and “N.” Both are labials. From a distance 
the letter ““N” might very easily be mistaken for an “M.” 

Why did the defendant corporations deem it necessary to their 
future success to use the word “‘Noxie’’ as the identifying mark of 
their product? Why do they insist upon the use of the word “Noxie”’ 
as a part of their corporate titles? Plaintiff's old and established 
product is known as “Moxie.” Plaintiff’s corporate title is “The 
Moxie Company.” ‘There is no legitimate reason why out of the 
myriad of names that might be applied to their product the de- 
fendants had to select one which looked the same, was practically 
spelled the same, and sounded the same as that used by a competitor 
established for a long time in exactly the same line of business in 
the United States. I am of the opinion that the defendants pur- 
chased the Canadian trade-mark ‘“‘Noxie Kola,” adopted the name 
“Noxie’’ and applied it to their product, for the purpose of appropri- 
ating in this country some of the plaintiff's good-will. If defendants 
had wanted only the formula or the recipe of the Canadian company, 
that could have been bought for use in the United States without the 
name ““Noxie Kola.” Defendants bought both. I am convinced that 
what they really wanted was the name “Noxie Kola” and their ad- 
vertising so indicates. It must be remembered that this was done by 
people who were competing with the plaintiff and who because of 
their long association with the beverage business were in a position 
to know of the plaintiff's name and the trade-mark under which 
plaintiff sold its product. Ramopa Co. v. A. Gastun & Co. Inc., 
278 Fed. 557 [12 T.-M. Rep. 59]; Lambert Pharmacal Co. v. Bol- 
ton, 219 Fed. 325 [5 T.-M. Rep. 38]. 

In Moxie Nerve Food Co. v. Beach, et al., 33 Fed. 248 (Circuit 


Court, D. Mass. 1888), plaintiff's predecessor sought to restrain the 


352 TWENTY-NINTH TRADE-MARK REPORTER 


use of its trade-mark and imitation of its labels, bottles and wrap- 
pers. It instituted eight suits against various defendants; all the 
cases were heard together on motions for a preliminary injunction. 
The court, in granting an injunction in each case, stated in a single 
filed opinion: 

The registered trade-mark of the complainant is simply the word 
“Moxie.” ... In two cases the defendants go so far as to adopt the name 
“Noxie” in place of “Moxie.” ... I do not place this decision on the 


ground of infringement of the registered trade-mark in the word “Moxie,” 
though that might be said of the two cases in which the defendants use the 


word “Noxie.” 

The word “Noxie” is so close an imitation of the word “Moxie,” 
as not to permit of sincere argument in its defense. No reasonable 
explanation is suggested why the word “Noxie’”’ need be used. The 
fact that the word “Noxie” may be known in Canada, especially in 
the Province of Quebec, did not make it of any real commercial 
value here, where it was not known at all. On the other hand the 
fact that “Moxie” is well known here lends strength to the claim 
that its good-will is coveted. Itamopa Co. v. A. Gastun & Co. Inc., 
supra. 

If plaintiff's trade-mark “Moxie” is a valid trade-mark, the con- 
clusion is warranted that it has been infringed. LeBlume Import 
Company Inc. v. Coty, et al., supra; Gannert v. Ruppert, 127 Fed. 
962; Bass, Ratcliff § Gretton v. Feigenspan, 96 Fed. 206; Omo 
Manufacturing Company v. Mystic Rubber Co., 225 Fed. 92 [5 
T.-M. Rep. 445]; Vogue Co. v. Brentano’s, 261 Fed. 420 [9 T.-M. 
Rep. 498; Lambert Pharmacal Co. v. Kalish Pharmacy, 219 Fed. 
323 [5 T.-M. Rep. 95]; Stephano Bros., Inc. v. Stamatopoulos, 
et al., 238 Fed. 89 [3 T.-M. Rep. 43]; Allen v. Walker & Gibson, 
235 Fed. 230 [6 T.-M. Rep. 496]; Ramopa Co. v. A. Gastun & Co., 
supra; Industrial Rayon Corp. v. Dutchess Underwear Corp., 92 
F. (2d) 33; Armstrong Co. v. Nu-Enamel Co., 305 U.S. 315. Such 
infringement results from either the use by the defendants of the 
word “‘Noxie’’ alone, or from the use of the word “Noxie” in con- 
junction with the word “Kola.” 


I shall now consider defendants’ claim that the word “‘Moxie’”’ is 


descriptive and should therefore have been denied registration. ‘The 
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general rule is that a word which is descriptive of the article upon 
which it is used, of its ingredients, qualities or characteristics cannot 
be employed as a trade-mark. Del. & H. Canal Co. v. Clark, 13 
Wall. 311, 323, 21 L. Ed. 581, 583. Defendants refer the court to 
the original trade-mark No. 12,565, registered by plaintiff's pred- 
ecessor in the United States Patent Office in the year 1885. This 
mark was apparently not renewed. It appears to be a label, on the 
left hand side of which is pictured a woman carrying a bundle of 
flax, wheat, grain, or some other product of the field. To the right 
of this picture appear the words “Moxie Nerve Food, Has not a 
drop of Medicine, Poison, Stimulant or Alcohol in its composition, 
but is a simple starchy plant grown in South America,” ete. De- 
fendants contend therefore that the word ‘Moxie’ is a descriptive 
term, descriptive of “a simple starchy plant grown in South 
America.” 

Certainly the word “Moxie” is not a word in general or common 
use in this country, except insofar as it has been made known by 
application to plaintiff's beverage. To the man in the street the 
word “Moxie” does not mean “a simple starchy plant grown in 
South America’’—it means the beverage of The Moxie Company. 
A search of several standard dictionaries does not reveal the word 
“Moxie” at all. Obviously it forms no part of the English language. 
Being unknown to our tongue, it cannot of itself be said to be 
descriptive of anything. In my opinion the word “Moxie” is an 
arbitrary and fanciful term which plaintiff's predecessor undoubt- 
edly applied in 1885 to a certain so-called nerve food which he then 
put upon the market, one of the major elements of which was a 
simple starchy plant of unknown or unmentioned name grown in 
South America. This is the only fair and sensible construction to 
be placed upon the words quoted above and which appear in the old 
1885 trade-mark, for it was clearly a beverage to which the name 
“Moxie” was applied by plaintiff’s predecessor and not to a plant. 

Even assuming that the word “Moxie” is and was known to 
linguists or to scientists, this would not be sufficient to defeat its 


registration and subsequent protection as a valid trade-mark. In 
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Le Blume Import Company, Inc. v. Coty, et al. (supra) the court 
said at page 358: 

We do not at all question that words which are in general or common 
use and which are merely descriptive are publici juris and cannot be ap- 
propriated as a trade-mark. That is elementary law, which no one thinks 
of questioning. But we think that a word which is not in general or common 
use, and is unintelligible and non-descriptive to the general public, although 
it may be known to linguists and scientists, may properly be regarded as 
arbitrary and fanciful, and capable of being used as a trade-mark or a 
trade-name... . 

The further objection of the defendants to the original regis- 
tration of the word “Moxie” on the ground that it is the name of an 
individual or geographic in character, is under the facts of this case 
and the present state of the law without merit. Even assuming that 
the word “Moxie” was both geographic (the name of a Maine lake) 
and the name of an individual (Lieutenant Moxie) the papers before 
me clearly establish that the use of the mark by plaintiff and its 
predecessors was actual, exclusive and continuous since the year 
1885. Because of that circumstance alone the mark “Moxie” was 
entitled to registration in 1907 and is now entitled to protection from 
infringement. 15 U.S.C. A. § 85. Thaddeus Davids Co. v. Davids, 
233 U.S. 461 [4 T.-M. Rep. 175]. 

On the basis of the foregoing I conclude that plaintiff's trade- 
mark ‘“‘Moxie”’ is a valid trade-mark. I have already indicated that 
such trade-mark, if valid, has been infringed by defendants. 

The sole question remaining is that of unfair competition. Facts 
which support a suit for infringement and those which form the 


basis for unfair competition are substantially the same. Armstrong 


Co. v. Nu-Enamel Corp., supra. Where, as here, a clear case of 
infringement of trade-mark is shown by a competitor's adoption of 
a similar name on a product of the same general class, unfair com- 
petition naturally results. This is especially so where the infringer 
employs the offending name as a part of its corporate title. Jacob 
Ruppert v. Knickerbocker Food Specialty Co., 295 Fed. 381 [14 
T.-M. Rep. 389]; Cluett Peabody § Co. Inc. v. Spetalnik, 37 U.S. 
P. Q. 243 [28 T.-M. Rep. 305]; Rice §& Hutchins v. Vera Shoe Co. 
Inc., 290 Fed. 124 [13 T.-M. Rep. 389]; Alfred Dunhill of London, 
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Inc. v. Dunhill Shirt Shop, Inc., 3 Fed. Supp. 487. Such is the 
situation at bar, as shown by the affidavits and exhibits filed in sup- 
port of this motion. 

Thus I have reached the conclusion that the defendants have 
infringed and are infringing upon plaintiff's registered trade-mark, 
and have been and are unfairly competing with the plaintiff. A 
preliminary injunction will issue as prayed for in the notice of 
motion herein, dated April 21, 1939. 

Plaintiff, through its attorneys, sent the defendants a formal 
notice on February 21, 1939, that defendants in using the name 
“Noxie Kola” were infringing plaintiff's trade-mark and invading 
plaintiff's trade rights. Defendants disregarded this notice and 
went ahead with their preparations to put on the market a beverage 
product, similar to plaintiff's and bearing the trade-name “Noxie 
Kola.” Plaintiff filed its complaint and obtained an order to show 
cause on April 21, 1939. Defendants were served with these papers 
April 25, 1939. On that date defendants could have had no doubt 
about plaintiff's intention to enforce its rights and to seek an order 
of the court to restrain defendants’ use of the name “Noxie Kola.” 

On February 21, 1939, according to defendants’ report to the 
court, they had no finished ““Noxie Kola” syrup on hand, but did 
have the equivalent of 47,107 gallons of simple syrup. On April 
25, 1939, they had on hand 44,551 gallons of finished ““Noxie Kola”’ 
syrup and 3,100 gallons of simple syrup. There is a dispute as to 
whether the finished ‘““Noxie Kola” syrup deteriorates rapidly. De- 
fendants claim to have had on hand on May 22, 1939 approximately 
100,000 gallons of ““Noxie Kola” syrup valued at $75,000 and 25,625 
gross ($4,100 value) ‘““Noxie Kola” cork inserted crowns. The cork 
insert is claimed to be subject to shrinkage by drying. In view of 
defendants’ deliberate and continuous infringement of plaintiff's 
trade-mark and invasion of trade rights, of which they must have had 
knowledge because of the experience of their officers in the beverage 
field, and of which they were formally notified February 21, 1939, 
I have concluded that defendants’ investment at the time of the 


argument of the motion on May 22 should not be considered in fixing 
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the amount of the bond plaintiff shall be required to file on the 


issuance of the preliminary injunction herein. Further, this pre- 


liminary injunction will not prevent defendants from disposing of 


the finished syrup and the simple syrup they now have on hand, 
using some other name than “‘Noxie Kola.” 

Pursuant to Rule 65 (c) of the Federal Rules of Civil Procedure, 
I direct that the plaintiff, as a condition of the issuance of the pre- 
liminary injunction herein, shall give security in the total sum of 
twenty-five thousand ($25,000) dollars, for the payment of such 
costs and damages as may be incurred or suffered by either or both 
of the defendants, who may be found to have been wrongfully en- 
joined. The bond or undertaking shall be submitted for the ap- 
proval of the court on two days’ notice to defendants. 

Settle order on two days’ notice; and in preparing the order 
counsel will follow the directions contained in Rule 65 (d) of the 
Federal Rules of Civil Procedure. 





NATIONAL GEOGRAPHIC Society v. CLAssiIFIED GEOGRAPHIC, INC., 


ET AL. 
United States District Court, District of Massachusetts 
May 17, 1939 


Trape-MAarks—INFRINGEMENT—“NationaL GeroGRAPHIC MaGaztne”—Sec- 
ONDARY MEANING. 

The words “National Geographic Magazine,” although primarily 
descriptive, held to have acquired a secondary meaning identifying plain- 
tiff's magazine exclusively. The use, therefore, by defendant of the 
name “Classified Geographic, Inc.” and “Articles Compiled and rebound 
from National Geographic Magazine” on books made up of articles 
taken from plaintiff's magazine, held infringement, notwithstanding that 
the books in outward appearance were little, if any, similar to plaintiff's 
publications. 

Unrair Competirion—Derinition—Goop-WiLt—WHeEN Prorecten. 

While it is generally agreed that the imposition upon the public in- 
cident to sales of spurious goods does not give rise to private rights, 
unless property rights of the plaintiff are thereby invaded, it is, never- 
theless, well settled that the right in the trade-mark with the good-will 
symbolized by it are property rights which the court will protect against 
invasion. 
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Unram Comretirion—Use or Simitrar Book Tirites—Direcr Comperrrion 
Nor Essenriar. 

Where defendants solicited orders for their books from schools to 
which plaintiff also rendered service, both parties offering for sale books 
under similar titles, it could hardly be said there was no competition 
between the parties. However, the doctrine that the opposing parties 
must be competitors. in the same field no longer prevails. 

Copyriguts—UnautHorizep ComMPILATIONS FROM CopyRIGHTED MATERIAL. 

Defendants, by putting out books or pamphlets made up of matter 
taken from plaintiff's National Geographic Magazine and other pub- 
lications and selling same under the title “Articles Compiled and re- 
bound from National Geographic Magazines,” without plaintiff’s per- 
mission, held to have violated plaintiff's copyright. 

In equity. Action for trade-mark and copyright infringement 


and unfair competition. Judgment for plaintiff. 


Wm. R. Cook, Johnson, Clapp, Ives and Knight, all of Boston, 
Mass., and Elisha Hanson and Eliot Lovett, both of Wash- 
ington, D. C., for plaintiff. 


Nathan Tobin, of Lynn, Mass., for defendants. 


Brewster, D. J.: This is an action brought for injunctive and 
other relief against a corporate defendant and three individuals con- 
trolling said corporation. 

The action is brought under the copyright and trade-mark 
statutes and also is based on allegations of unfair competition. 

The facts are not in dispute. They are fairly and fully stated in 
plaintiff’s brief and are abundantly supported by evidence. 

The National Geographic Society is a scientific and educa- 
tional institution, not organized for profit, which was originally in- 
corporated under the laws of the District of Columbia in 1888. Its 
object is to gather and diffuse geographic knowledge. Since 1889, 
one of its chief vehicles for diffusing geographic knowledge has been, 
and still is, The National Geographic Magazine, which is published 
monthly by plaintiff. 

In its work of gathering and diffusing geographic knowledge, 
plaintiff has conducted and sponsored numerous research expedi- 
tions, the work of which is described in its magazine. In carrying 
out this work and publishing The National Geographic Magazine, 


plaintiff has expended many millions of dollars. All of the com- 
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ponent parts of The National Geographic Magazine are covered by 



































copyrights under the Federal Copyright Law. 
Over a long period of years plaintiff has compiled, adapted, 


arranged and published in book form material that has appeared in 


its magazine, The National Geographic Magazine, and those pub- 
lications, adaptations and arrangements in book form, in turn, have 

been copyrighted under the provisions of Section 6 of that Copy- 
right Law and offered for sale to the public. Among such compila- 

tions of the plaintiff are, “The Book of Birds,” “Our Insect Friends 

and Foes and Spiders,” “The Book of Fishes,” “The Book of Dogs,” 
“Horses of the World,” and “Cattle of the World.” 


The plaintiff publishes each month over a million copies of 
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The National Geographic Magazine and distributes them to mem- 
bers of the Society and to subscribers throughout the civilized world. 
That magazine has become widely known as T'he Geographic. By 


that magazine the numerous research expeditions conducted or 


ah cl 


sponsored by the plaintiff, and its many other contributions to the 


science of geography, the plaintiff has built up a substantial good- 
will for itself and for its magazine. 

In addition, the plaintiff conducts a School Service Depart- 
ment, which provides teachers and scholars with weekly bulletins 
and also it is prepared to furnish information to teachers and others 
on matters of a geographic nature. Much of the material for this 
service is compiled, abridged or arranged from articles which have 
appeared or are about to appear in the magazine. 

The plaintiff has duly registered the name of its publication, 
The National Geographic Magazine, and the front cover of that 
magazine in the United States Patent Office. In addition, the said 
name was also duly registered under the Trade-Mark Registration 
Laws of Massachusetts. 

The defendant, Classified Geographic, Inc., is a corporation 


organized and existing under the laws of the Commonwealth of 
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Massachusetts. Its chief business is the adaptation, arrangement 
and compilation of material which has appeared in T'he National 


Geographic Magazine, the publication of that material as adapted, 
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arranged and compiled in book or pamphlet form and the sale of 
such books and pamphlets to the general public. Defendant, Clas- 
sified Geographic, Inc., does not reprint any of said material, but 
obtains all of such material from copies of The National Geographic 
Magazine, which it has purchased in various markets and which it 
treats as second-hand property. Defendant, Classified Geographic, 
Inc., classifies the articles in these various magazines under topical 
subjects, tears the magazines apart, segregates the particular arti- 
cles desired, then brings the articles under each one of the particular 
topics together for publication in book form, binds them in a sub- 
stantial backing and finally offers them for sale as an original com- 
pilation of articles from The National Geographic Magazine. Like- 
wise, it takes from the magazines which it has purchased individual 
articles on various topics and publishes them in a pasteboard binding 
and offers them for sale in such changed form. 

On the outside cover of certain of said compilations in book form 
the following appears: 


CLassirrep GreocraPpuic, INc. 
ArticLes ComMPILED AND ReBouND FroM 
NATIONAL GEOGRAPHIC MAGAZINES 


On the outside cover of the single articles rebound for distribu- 
tion, the following appears: 


Articles Classified and Rebound 
FROM 
National Geographic Magazines 


CLASSIFIED GEOGRAPHIC, Inc. 
Lynn, Mass. Price, 15c 

On the outside cover of the book volumes there is a simulation 
of a portion of plaintiff's registered trade-mark. And on the outside 
cover of the bound single articles there is a simulation of another 
part of plaintiff's registered trade-mark. 

In both the book form and the pamphlet form there is a preface, 
the first three paragraphs of which read as follows: 

In reading the National Geographic Magazine an outstanding thought 


presents itself: namely, if this material could be compiled it would facilitate 
research in the various fields treated. Doubtless this thought has been 
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expressed many times, but in the compilation lies the originality of our 
work, (Italics supplied.) 

The grouping of these topics is the result of a methodical culling of Na- 
tional Geographic Magazines published over a period of twenty years. 
Hence, every article contained in these volumes is authentic and authorita- 
tive. We have made a careful list of subjects under every topic in order to 
enable the reader to find exactly the phase of that particular subject he is 
seeking. Much care, therefore, has gone into the orderly compilation of 
factual material. 

Our classifications follow as nearly as possible along the lines of sub- 
jects in the elementary and high schools, Teachers of geography need no 
introduction to the magazine, for it is an invaluable supplement to classroom 
work. The informal travel articles and beautifully colored plates enrich 
the ordinary classroom lesson. Herein lies the chief value of these maga- 
zines to the younger student, for they cannot be considered in the same 
category as the ordinary cut-and-dried reference work. 


Defendant, Classified Geographic, Inc., has adapted, arranged, 
compiled, published and offered for sale copyrighted material taken 
from plaintiff's magazine, The National Geographic Magazine, in 
book form under the subjects of “Birds,” “Fish,” and ‘Domestic 
Animals and Insects,” large portions of which copyrighted material 
also had been adapted, arranged, compiled, published and offered 
for sale by plaintiff in its volumes hereinbefore referred to. As to 
a large portion of the material contained in all of the volumes of 
articles from The National Geographic Magazine published by the 
corporate defendant, there is no notice to the public in those volumes 
that that material has been copyrighted by the plaintiff although, 
in fact, all of it has been so copyrighted. 

In order to facilitate the sales of plaintiff's articles as adapted, 
arranged and compiled, defendant, Classified Geographic, Inc., has 
issued a catalog to the general public outlining the scope of the 
material which it offers. This catalog contains an announcement of 
the “Unique Service” offered by said defendant and a claim to 
“originality” in its work. It also contains a topical index, enumerat- 
ing eighty-one subjects on which said defendant is prepared to 
furnish material taken from plaintiff's magazine. Following the 
index are forty-two pages in which the separate articles adapted, 
arranged and compiled from plaintiff's magazine and published by 
said defendant, are described, first under the general topics as 
printed in the index, and second, under the identical titles given to 
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the articles in Fhe National Geographic Magazine. More than one 
thousand of these articles are so listed and offered for sale, either 
in book or pamphlet form as adapted, arranged, compiled and pub- 
lished by said defendant. 

The said catalog also lists the prices at which said defendant's 
publications will be sold, those prices ranging from fifteen cents for 
certain articles published by said defendant in pamphlet form to 
$246.00 for one set of forty-four volumes compiled and published in 
book form. 

The defendants’ publications show lack of editorial skill and 
care in their preparation. They omit many of the leading articles 
on those subjects published in the plaintiff's magazine. The com- 
pilations of articles as published by the defendants are so seriously 
defective and so unrepresentative of the articles actually published 
by the plaintiff on the various topics covered by the defendant's 
publications that they tend to injure the reputation and diminish 
the good-will attached, not only to the plaintiff's magazine but also 
to the value of the plaintiff's whole field of scientific activities by 
generating in the minds of the purchasing public a depreciated 
valuation of the articles published by the plaintiff and by creating 
a false impression concerning the value and quality of the plaintiff's 
work, 

Defendant, William Burdette Wilkins, was treasurer and direc- 
tor of the corporate defendant, and a stockholder, until September, 
1988. Defendant, Hyman B. Chandler, is president and director 
of the corporate defendant and a stockholder therein, and defendant, 
George F. Gilbert, is treasurer, clerk and director of the corporate 
defendant and a stockholder therein. Said corporate defendant, 
Classified Geographic, Inc., was incorporated by said individual 
defendants, Wilkins, Chandler and Gilbert, to carry on the business 
of adapting, arranging, compiling, publishing and selling material 
taken from The National Geographic Magazine, after said in- 
dividual defendant Wilkins had asked for the consent of the National 
Geographic Society to conduct such a business which consent was 


refused by the Secretary of the Society. Also following further 
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representations by said individual defendant Wilkins, consent was 
refused by the Attorney for the Society who is also a Trustee of the 
Society, who formally notified said defendant that the use of the 
material without the consent of the plaintiff, the use of the title 
“Geographic Articles,” the use of the name “Classified Geographic 
Co.” and the use of the phrase “Articles Compiled and Rebound 
from National Geographic Magazine,” as well as the use of the word 
“Geographic” in the manner planned not only met with the disap- 
proval of plaintiff but constituted a violation of law and, if persisted 
in, would compel the plaintiff to take the proper action to protect its 
property rights. 

Until Wilkins severed his connection in 1988, the individual 
defendants were in full control of the corporate defendant and 
directed the acts of infringement of the corporate defendant of 
which the plaintiff complains. Since September, 1938, the de 
fendants Chandler and Gilbert have so controlled and directed the 
affairs of the corporation. 

It appears that the defendant has not been able to promote a 
very extensive or profitable business. It has now on hand only a few 
samples of its books and pamphlets. It is probably insolvent. 

Plaintiff seeks relief on three grounds (1) infringement of plain- 
tiff’s copyright; (2) violation of plaintiff's trade-mark, and (3) 
unfair competition. 

The defendants contend, on the other hand, that, as owner of 
second-hand copies of The National Geographic Magazine, lawfully 
acquired, it does not impinge on any exclusive right of plaintiff by 
breaking-down, re-arranging, binding and selling the copyrighted 
material. With equal confidence they claim that these operations do 
not constitute acts of unfair competition. 

The Copyright Act of 1909 gives to any person entitled thereto 
the exclusive right “to publish” and “vend” the copyrighted work. 
(17 U.S. C. A. 1) Section 3 of the Act further provides as follows: 

Protection of component parts of work copyrighted; composite works or 
periodicals. The copyright provided by this title shall protect all the copy- 


rightable component parts of the work copyrighted, and all matter therein 
in which copyright is already subsisting, but without extending the duration 
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or scope of such copyright. The copyright upon composite works or peri- 
odicals shall give to the proprietor thereof all the rights in respect thereto 
which he would have if each part were individually copyrighted under this 
title. 

I am of the opinion that the arrangement of the plaintiff's ma- 
terial with the prefatory matter was intended to be. and was, a new 
publication of copyrighted material which invaded plaintiff's exclu- 
sive right to publish, not only the magazine but also the books pub- 
lished by it in which it had compiled articles taken from the maga- 
zines. United States v. Williams, 3 Fed. 484. 

In its ordinary acceptation, the word “publication” means “the act of 
publishing a thing or making it public; offering to public notice; or render- 
ing it accessible to public scrutiny.” In copyright law it is “the act of 
making public a book; that is, offering or communicating it to the public by 
sale or distribution of copies.” D’Ole v. Kansas City Star Co., 94 Fed. 840, 
842. 

This is precisely what the defendant corporation has been doing 
with material taken from copyrighted magazines. I do not think 
the definition can be limited to the first publications only, when con- 
sidered in the light of other provisions of the copyright law, here- 
after noted. 

The Act gives to the plaintiff the exclusive right to compile, 
adapt or arrange its copyrighted work, to grant that privilege to 
others and, by necessary implication, it has the right to refuse its 
consent to any compilation, adaptation or arrangement by others of 
the copyrighted work. This follows from the provisions of section 
5 (a) which permits the copyrighting of books and other compila- 
tions; and also from the provisions of Section 6, which reads as 
follows: 

Sec. 6. Copyright on compilations of works in public domain or of copy- 
righted works; subsisting copyrights not affected. Compilations or abridge- 
ments, adaptations, arrangements, dramatizations, translations, or other ver- 
sions of works in the public domain, or of copyrighted works when produced 
with the consent of the proprietor of the copyright in such works, or works 
republished with new matter, shall be regarded as new works subject to 
copyright under the provisions of this title; but the publication of any such 
new works shall not affect the force or validity of any subsisting copyright 
upon the matter employed or any part thereof, or be construed to imply an 


exclusive right to such use of the origina] works, or to secure or extend copy- 
right in such original works. 
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It cannot be successfully denied that the use made of the ma- 
terial taken from the second-hand copies of the magazine amounted 
to a “compilation” or an “‘adaptation” or an “arrangement” of copy- 
righted works, within the usual and ordinary meaning of those 
words. It is established by the evidence that plaintiff not only 
refused to give its consent to this use, but notified the defendant in 
writing that it would regard such use as an infringement of its rights. 

Sec. 41 of the Act provides as follows: 

Sec. 41. Copyright distinct from property in object copyrighted; effect 
of sale of object, and of assignment of copyright. The copyright is distinct 
from the property in the material object copyrighted, and the sale or con- 
veyance, by gift or otherwise, of the material object shall not of itself con- 
stitute a transfer of the copyright; nor shall the assignment of the copy- 
right constitute a transfer of the title to the material object; but nothing 
in this title shall be deemed to forbid, prevent, or restrict the transfer of 


any copy of a copyrighted work the possession of which has been lawfully 
obtained. 


It is clear that the Act distinguishes between the ownership of 
copyright and ownership of the material copyrighted by providing 
that the sale of the object shall not of itself constitute a transfer of 
the copyright, but the section recognizes the right of a lawful owner 
to transfer a copy of a copyrighted work. 

Defendants argue that as an incident to the ownership of the 
magazines the owner may make a recompilation, or rearrangement, 
of the material and publish it in the form of a book or pamphlet so 
long as he does not copy or reprint any part of the articles used. 

The defendant's attorney concedes that he has been unable to 
find any case exactly in point. Decisions supporting the proposition 
that an owner of a copyrighted publication may resell it in its 
original form are clearly not in point. The right of an owner to 
restore a second-hand book to its original condition, so far as cover 
and binding are concerned, is established. Doan v. American Book 
Co., 105 Fed. 772; Bureau of National Literature v. Sells et al., 
211 Fed. 379; Ginn & Co. v. Apollo Pub. Co., 215 Fed. 772. 

But such restoration may lay the dealer open to the charge of 
unfair competition, if he sells the book without distinctive notice to 
the public that the book is a renovated work. Ginn & Co. v. Apollo 


Pub. Co., supra; Doan v. American Book Co., supra. 
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The right, however, to renovate and resell copyrighted work does 
not extend to printing, or replacing, pages lost or mutilated. Ginn 
& Co. v. Apollo Pub. Co., supra. 

The case nearest in point is Kipling v. G. P. Putnam’s Sons, 120 
Fed. 631, where it appeared that unbound volumes were bound and 
resold. The court held there was no infringement of the copyright, 
but it is to be noted that these unbound volumes were purchased from 
the copyright proprietor or his licensee, and it is difficult to escape 
the conclusion that the compilation was with the consent of the 
proprietor. In the case at bar, there was no such consent. 

My conclusion, therefore, is that the compiling of the articles 
from plaintiff's magazines in book, or pamphlet, form, and the 
sale of them, infringes plaintiff’s exclusive right, secured by its 
copyright. 

With respect to the trade-mark violation and unfair competition, 
these may be considered together, since the substantive law of trade- 
marks is generally regarded as a branch of the broader doctrine of 
unfair competition. G. & C. Merriam Co. v. Saalfield, 198 Fed. 369. 

The words “National Geographic Magazine” were registered as 
a trade-mark. Although the words “National” and “Geographic” 
are words of description, their long and wide use has given to them 
a secondary meaning. American Products Co. v. American Products 
Co., 42 F. (2d) 488; Central Shoe Co. v. Central Shoe Co., Inc., 
58 F. (2d) 680. They have come to symbolize the works of the 
plaintiff, and the good-will which it had acquired as a result of large 
expenditures of money involved in gathering original articles ap- 

pearing in its publication under the name of “The National Geo- 
graphic Magazine.” 

The corporate name of the defendant included the word ‘“Geo- 
graphic,” and the outside covers of defendant’s book and pamphlet 
carried the words “Articles compiled and rebound from National 
Geographic Magazine,” thus giving a prominent place to the words 
constituting the trade-mark. 

Except for the use of these words in the title to the defendant's 


book there is little, if any, similarity in outward appearance between 
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the defendant’s book and those published by plaintiff. It was shown 
by testimony that on several occasions the plaintiff had received re- 
quests for information, and, on one occasion, an order from persons 
who had mistakenly assumed that the plaintiff was furnishing and 
selling defendant’s books and pamphlets. One who carefully 
examined the title would have no difficulty in understanding that the 
books were not those of the plaintiff, but a casual observer would 
readily associate them with the plaintiff's publications. The in- 
feriority of the defendant’s compilations was, therefore, bound to 
injuriously affect the reputation of the plaintiff's copyrighted works 
and to impair its good-will, perhaps not to any great extent, but the 
injury is present and was somewhat aggravated by the fact that, in 
many instances, the compilations of the defendant failed to carry 
notice that the work was copyrighted, from which a purchaser might 
assume it was within the public domain. 

While it is generally agreed that the imposition upon the public 
incident to sales of spurious goods does not give rise to private rights 
unless property rights of the plaintiff are thereby invaded (American 
Washboard Co. v. Saginaw Mfg. Co., 103 Fed. 281) it is neverthe- 
less well settled that the right in the trade-mark with the good-will 
symbolized by it are property rights which the court will protect 
against invasion. Hanover Milling Co. v. Metcalf, 240 U. S. 403; 
Old Dearborn Distributing Co. v. Seagram-Distillers Corp., 299 
U.S. 1838. 

Whether the wrong is regarded as a violation of trade-mark 
rights, or as unfair competition, is not a matter of controlling im- 
portance. In either event, one is unlawfully appropriating the 
benefit of a good-will which another has acquired as a result of 
continued usage and large expense. See Uproar Co. v. National 
Broadcasting Co., 81 F. (2d) 3738, 376; International News Service 
v. The Associated Press, 248 U. S. 215. 

Defendants have argued that there can be no unfair competition 
because plaintiff and defendants are not competitors. It has ap- 
peared that the defendants solicit trade from schools, and that the 


plaintiff also renders a service to schools and teachers. It also 
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appears that both offer for sale books under similar titles, consist- 
ing of the same or similar materials compiled from plaintiff's maga- 
zine. It can hardly be said that there is no competition between 
the parties, but, however that may be, the doctrine that the oppos- 
ing parties must be competitors in the same field no longer prevails. 
Prouty v. National Broadcasting Co., 26 F. Supp. 265, and cases 
cited. 

The plaintiff has joined three individual defendants who or- 
ganized the corporation and controlled and directed its activities 
while the infringing acts were committed. The authorities in this 
circuit support the plaintiff’s contention that the individual defend- 
ants can be held not only liable to injunction but liable in damages. 
National Cash Register Co. v. Leland, 94 Fed. 502; Fauber v. 
Springfield Drop-Forging Co., 98 Fed. 119; Calculagraph Co. v. 
Wilson, 182 Fed. 20. 

The same rule has been followed in other circuits: Claude Neon 
Lights, Inc. v. American Neon Light Corp., 39 F. (2d) 548 [5 U.S. 
P. Q. 347]; Hitchcock v. American Plate Glass Co., 259 Fed. 948; 
D’Arcy Spring Co. v. Marshall Ventilating Mattress Co., 259 Fed. 
236. 

Officers and directors also may be held responsible for acts of 
unfair competition. Federal Trade Commission v. Standard Educa- 
tion Soc., 86 F. (2d) 692; Presto-Lite Co. v. Acetylene Welding Co., 
259 Fed. 940. 

Respecting the plaintiff's remedy, it would be impossible from 
the evidence before me to arrive at any satisfactory conclusion 
respecting the extent of the damages which the plaintiff would be 
entitled to recover, either for unfair competition or under the statute 
for trade-mark infringement. (15 U.S. C. A. 96.) 

The copyright laws (17 U.S. C. A. 25), however, afford adequate 
relief, both with respect to an injunction and as award of damages. 
The instant case is one where the court may properly apply the 
provisions of the statute which enables it to award “in lieu of actual 
damages and profits such damages as to the court shall appear to 


be just,” which shall be not less than $250 nor more than $5,000. 
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It has already appeared above that the defendants proceeded 
with their work of compiling and selling after they had been warned 
by the attorney for the plaintiff that such work would amount to an 
infringement. It also appeared that they had been advised by their 
attorney that their activities would not constitute infringement. 
They elected to act upon the advice of their own attorney rather 
than upon that of the adversary, and I can readily conclude that in 
so doing they honestly believed that they were within their rights. 
I do not think they should be severely penalized for their conduct. 
Their venture has not proved successful, and an injunction with a 
destruction of the books will entail still further loss. 

For these reasons, I am led to believe that the plaintiff will 
secure adequate relief by an injunction against further acts of in- 
fringement and an award of damages for the minimum amount. 

Counsel for the plaintiff may submit for approval a form of 


decree, consistent with this opinion. 





CaMILLeE, Inc. v. F. W. Fircu Company 
United States District Court, Southern District of Iowa 


May 10, 1939 


Trape-Mark INFRINGEMENT—“RuN-R-Stop” on PREPARATION FOR STOPPING 
Runs 1x Hostery—Seconpary MEANING. 

The use by plaintiff since 1932 of the trade-mark “Run-R-Stop” to 
designate a preparation for stopping runs in hosiery held to have ac- 
quired, entirely apart from its registration as a trade-mark, a secondary 
meaning establishing plaintiff's common law right and freedom from 
the competitive use of the said words as a trade-mark. 

Trave-Mark INFRINGEMENT—“Stop-A-RuN” aNd “Run-R-Sror”’—Con- 
FLICTING Marks. 

The trade-mark “Stop-A-Run” held to be confusingly similar to the 
mark “Run-R-Stop,” both being applied to a preparation for stopping 
runs in hosiery. 


In equity. Action for trade-mark infringement. Injunction 
granted. 
A. W. Murray, of Chicago, Ill., Talbert Dick and Wm. N. 
Plymat, both of Des Moines, Iowa, for plaintiff. 
Bair and Freeman, of Chicago, IIl., for defendant. 
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Dewey, D. J.: This action came on for hearing on its merits at 
Des Moines, Iowa, on April 26, 1939, and was submitted on April 
29, 1939. 

The basis of the claims of the plaintiff as against the defendant 
is that the latter has infringed certain letters patent and a trade- 
mark owned by the former and for alleged unfair competition. 

Camille, Inc., was organized in 1932 by Vera Camille Grote, who 
has been the moving spirit, both before and since its organization, in 
promoting and marketing its main product of a preparation for 
stopping runs in hosiery. 

In 1982, or sometime prior thereto, she conceived the idea of 
putting such a product on the market with a general idea that it 
should be marketed in a small container that could be carried by 
women to be instantly applied should a break in the thread of a 
stocking occur. The product was of a sticky fluid character and her 
first attempts to market it in a small tube proved unsatisfactory as 
any escape of the fluid from the tube was injurious to the pocket or 
pocketbook in which it was being carried. Its distribution and sale 
in a tube appearing impractical, she worked out the idea of packing 
the tube in a vanity container. 

With much experimentation, investigation, and ingenuity she 
adopted a small case, large enough to carry the tube wrapped in 
paper and of a size small enough to meet the requirements of her 
idea. The case was to have a top and bottom each of a different 
coloring. She then developed a design with which the case was to 
be decorated and this design was of such an ornamental character 
that she applied for and was granted thereon a design patent, being 
the one in suit. Her application for the patent was on October 6, 
19338. 

She worked out the trade-name of “Run-R-Stop” which was 
clever both as a mark and in its euphonious arrangement, and on 
pronunciation it carried the meaning of stopping a runner in a 
stocking. The word “runner” has a definite meaning to women as 
a run in a silk stocking caused by a break of the thread. This trade- 


name was registered in the United States Patent Office by an appli- 
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cation of May 2, 1938, and upon her avowal that it had been in bona 
fide use exclusively by Camille, Inc., since on or about October, 1932. 


In 1933 she put the combination of the ornamental design case 


enclosing the tube containing her preparation for stopping runs on 


the market and the product and general combination has met with 
great success in the trade and has enabled her to build up a business 
of quite substantial proportions. 

Runs in stockings were prevalent and something that could stop 
the run at its beginning and prevent its enlargement and until op- 
portunity was afforded to mend it was needed. Her main problem 
was to make her product known to the public and, as she puts it, to 
overcome sales resistance. This also required a great deal of in- 
genuity, work, planning, and expense, as the purchase price was 
small and volume of sales was required. Her main efforts in this 
regard, as I understand it, was done by window and counter displays, 
and to interest large department and chain stores to cooperate. 

She advertised in national magazines, newspapers, display cards, 
circulars, display of the goods in open counters or racks in store 
windows and by various other sales methods. 

Her efforts were so successful that sales of her product with its 
attractive combination of tube and vanity case have continually in- 
creased from 1933 to the present time, or until the interference by 
defendant’s product, and department and chain stores all over the 
United States have accepted her product as a commodity nationally 
known. 

She testifies that the total sales of her ““Run-R-Stop”’ preparation 
for stopping runs in hosiery have been more than 10,000,000 units 
and that she has spent in advertising in excess of $150,000.00, and 
that the total combined issue of magazines and newspapers contain- 
ing advertisements of ‘““Run-R-Stop” product exceeds 200 million 
copies. ; 

No other similar product, or combination of containers, was on 
the market until the defendant entered the field. 

In 1938, the defendant company decided to put out a prepara- 


tion to stop runs in stockings and on or about March, 1938, they 
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put out to the same character of trade, that is, through chain stores 
and department stores and places where women’s hosiery is sold, 
a similar product. 

This was done with full knowledge of plaintiff's product and 
the similarity of the preparation, its packing and display, its ad- 
vertisement and efforts to cover the same field, are striking. 
Although not identical, the striking similarity is: 

1. A combination of a collapsible tube containing the mending material 
and enclosed in a small vanity case. 

2. A package design in size and combination of colors and apparent ma- 
terial, combining attractiveness and convenience to carry in a handbag. 

3. The enclosure of the tube in paper wrappers containing directions for 
use and advertisement. 

4. The tube containing a similar liquid content with similar ingredients. 

5. The price prominently displayed. 

6. Display cards both small and large and advertisement and words 
used on the cards. 

7. The use of the trade-name “Stop-A-Run” containing the same 
euphonious appeal as well as containing the same thought as plaintiff's 
“Run-R-Stop.” 

8. The selection and use of the name Clem Chemical Company as a sub- 
sidiary of the defendant company to market the product. 

9. Sale to the same class of trade. 

The plaintiff who owns all the rights of its organizer has by its 
efforts and ability of its promoters built up a business national, if 
not, international, in its scope, and although that business is not 
centralized in one place but has been built up through outlets in the 
towns and cities throughout the United States, yet it is still a busi- 
ness, and its tangible and intangible rights, including good-will, are 
owned by the plaintiff company and, under the situation here 
presented, is entitled to prompt and efficacious equitable protection. 

The defendant has not attempted to use the design upon which 
the plaintiff has an ornamental design patent but has contented 
itself with the use of a container or vanity similar in size, coloring 
and general appearance. Placed side by side it does not infringe 
plaintiff's patent. 

Neither can it be said that the defendant is using plaintiff's 
trade-mark and had the term “Stop-A-Run” been used on a different 
package and in an attempt to sell a different product, it might readily 


be said that it does not infringe plaintiff's trade-mark. 
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Questions as to rights or lack of them obtained by the registra- 
tion of ‘““Run-R-Stop” are not necessary to be here determined as 
its use over a long period of years, and its secondary meaning of 
plaintiff's product, establishes, entirely apart from any trade-mark 
act, the common law right of plaintiff's product and established 
good-will to be free from the competitive use of these words as a 
trade-mark or trade-name. 

As said by the Supreme Court in the Nu-Enamel case, decided 
by the Supreme Court of the United States, December 5, 1938, under 
such circumstances, it is a protection against the unfair use as a 
trade-name by a competitor seeking to palm off his product as those 
of the original user of the trade-name. 

Defendant selected as its trade slogan the words “Stop-A-Run.” 
Were they so used as catch words for the sale of a base ball glove, 
no objection could prevail. But if used in a manner that would 
tend to mislead the public into a belief that in purchasing “Stop-A- 
Run” product they are buying ‘““Run-A-Stop” product, then a seri- 
ous question for defendant is presented. A trade-mark which has 
come to have a secondary meaning of a manufacturer's product can 
be infringed by euphonious similarity of expression of an idea as 
well as by a similarity of copy. 

We have here to determine whether the use made by defendant 
of its trade-name “‘Stop-A-Run,” and the similarity in the dress 
and design and methods of marketing its product, was a free,. fair 
and open competition, or was intended to be, or was, in fact, unfair 
competition. I am satisfied, under the facts here found, it was the 
latter. The case appears to fall within the principle “that nobody 
has any right to represent his goods as the goods of somebody else.” 

Plaintiff’s counsel has prepared and filed requested findings of 
fact and conclusions of law which, for the record, are overruled but 


many are adopted. 
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SHEAFFER Pen Company v. Cor, Comm. or PATENTS 
(27 F. S. 380) 


United States District Court, District of Columbia 


March 6, 1939 


Trape-Marks—ReEGIstrRation—FUuNCTIONAL FEATURE—SUIT UNDER SECTION 
4915 R.S. 
A trade-mark consisting of a “symmetrical, somewhat triangularly 
shield-shaped design, platinum colored and conforming on two sides 
to the outline of the writing-point end of the pen nib,” held unregistrable, 
inasmuch as the said shield-shaped design acts as a functional feature of 
the pen; and the decision of the Commissioner of Patents was affirmed. 
A. Arnold Brand, of Chicago, Ill., Edwin R. Hutchinson, of 
Washington, D. C., and J. Bernhard Thiess, and Ames 
Theiss, Olson & Mecklenburger, all of Chicago, IIl., for 
plaintiff. 

R. F. Whitehead, of Washington, D. C., for Commissioner of 


Patents. 


Suit under Section 4915 R. S. appealing from a decision of the 
Commissioner of Patents refusing to register a trade-mark. Com- 


plaint dismissed. 


Plaintiff, W. A. Sheaffer Pen Company, is a corporation or- 
ganized and existing under the laws of the state of Delaware and 
having its office and principal place of business in the city of Fort 
Madison, Ia., and brings this suit under the provisions of Section 
1915, R. S. (U.S. C., Title 35, Sec. 68, 35 U. S. C. A. § 63), and 
asks that it be adjudged that it is entitled, according to law, to have 
the trade-mark shown in the application for registration filed by it 
on June 27, 1931, Serial No. 316,385, duly registered in the Patent 
Office. 

The said trade-mark is described in the application for regis- 
tration as amended as follows: 


The trade-mark consists of a symmetrical, somewhat triangularly shield- 
shaped design, platinum colored and conforming on two sides to the outline 
of the writing point end of the pen nib, as shown on the drawing. 

The trade-mark is applied to the goods by coating or otherwise applying 
the mark to that portion of the pen nib as described. 
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The language used in defining applicant’s (plaintiff's) trade- 
mark was proposed by the Examiner of Interferences of the United 
States Patent Office, was thereafter adopted by applicant, and now 
constitutes the description (so far as it is possible in words) of the 
here applied for mark. 

The drawing of said application shows a pen nib and it is stated 
in said application, with reference to that nib, as follows: “The 
drawing is lined for the purpose of shading to indicate that the body 
of the pen is dark in contrast to the light area at the nibs thereof.” 

Ink from a fountain pen does not flow on the top surface of the 
fountain pen nib. 

The plating of the top surface of a fountain pen nib does not aid 
in the flow of ink over the top surface of a fountain pen nib. 

Applicant’s (plaintiff's) here applied for trade-mark, when 
affixed to the top surface of a nib for a fountain pen, is functionless 
and does not serve a useful purpose in a fountain pen. 

The placing of the shield-shaped design shown in applicant's 
(plaintiff's) trade-mark application on, or the removal thereof from, 
the top surface of a fountain pen nib does not increase or decrease 
the utility of said fountain pen nib. 

Ink flows on the top surface of a dip, or ordinary, pen nib. 

Plating on the top surface of a dip, or ordinary, pen nib aids in 
the flow of ink on that surface. 


Corrosion on the top surface of a dip pen nib is not advantageous. 


Bairey, A. J.: I agree with the Commissioner of Patents in his 
conclusion that, while the ink from a fountain pen does not flow on 
the top surface of the nib, the ink on the top surface of the ordinary 
nib does flow on the top surface, and the plating of that surface 
does aid in the flow of the ink. I may add that I do not agree with 
the plaintiff's contention that corrosion of the nib is advantageous. 

This being so, I do not think that a trade-mark should be regis- 
tered that is based merely on the plating in a particular color of a 
particular portion of the nib, where the plating with the particular 
material serves a useful purpose in itself. The trade-mark sought 


by the plaintiff is not limited to use on nibs for fountain pens. 
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The applied for trade-mark on the top surface of a fountain pen 
nib indicates to the pen-purchasing public that such fountain pen 
was manufactured and sold by the W. A. Shaeffer Pen Company of 
Fort Madison, Ia. 

While the placing of applicant's (plaintiff's) trade-mark on the 
top surface of a fountain pen nib does not aid the flow of ink or 
promote the utility thereof and the removal of said trade-mark from 
a fountain pen nib does not result in a decrease in the utility of 
the fountain pen nib, this does not establish the registrability of the 
here applied for mark as shown and described in plaintiff's applica- 
tion, since the statement in said application as to the goods upon 
which said mark is used is not limited to fountain pens. 

Since the here applied for mark includes the application thereof 
by plating of a particular color on a particular portion of a dip, or 
ordinary pen nib, whereon such plating is held to serve a usual or 
useful purpose in itself and is not limited to use on nibs of fountain 
pens whereon the plating of the mark is of. no utility, the trade-mark 
as now applied for by the plaintiff is not registrable. 

Plaintiff is not entitled to the registration sought in its said ap- 
plication Serial No. 316,385 for the articles as now defined in that 
application. 


The bill of complaint should be dismissed. 


RocHESTER SAVINGS Bank v. RocHesTER SAVINGS AND Loan 


ASSOCIATION 
New York Supreme Court, Monroe County 
April 8, 1939 


Unrair Comprtirion—Simitar Corporate Names—“Rocnesrer Savings 
Bank” anv “Rocuestrer SAVINGS AND Loan Assocrarion.” 

Where plaintiff had done a banking business in Rochester since 1831 
under the name “Rochester Savings Bank,” during which period the 
words “Rochester Savings” had become associated in the mind of the 
public with its institution, the subsequent adoption and use by defendant 
of the title “Rochester Savings and Loan Association,” held unfair com- 

petition, and an injunction was granted. 
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Unrair Competirion—GEoGRAPHICAL TERMS. 
No one can acquire an exclusive right to the use of geographical 
terms, yet they cannot be employed so as to mislead the public. 
Unram Competirion—Corporate NAMES. 
The action of the Superintendant of Banks in granting permission to 


use the name “Rochester Savings and Loan Association” held not con- 
clusive. 





In equity. Action for unfair competition in the use of a cor- 
porate name. Injunction granted. 


Harris, Beach, Folger, Bacon & Keating, all of Rochester, New 
York, for plaintiff. 
Seth G. Widener, of Rochester, New York, for defendant. 


Van Vooruis, J.: The Rochester Savings Bank brings this ac- 
tion upon the ground that the name of the defendant, Rochester 
Savings and Loan Association, is confusingly similar to its own. 
The complaint demands that defendant be permanently enjoined 
from doing business under that name or under any imitation of the 
name of the plaintiff. 

Actions of this nature relate to unfair competition and hinge 
upon whether such similarity in fact exists as to appropriate a por- 
tion of the good-will of one concern to the use of another. Both 
parties are established financial institutions in the city of Rochester. 
Plaintiff was organized in 1831, since when it has been continuously 
engaged in business until its resources amount to $67,000,000. The 
same is true of the defendant except that it was organized in 1886 
under the name of Profit Loan Association which was changed in 
1936 to Profit Savings and Loan Association, and was changed again 
on August 1, 1938, to Rochester Savings and Loan Association. 
Its resources are $2,000,000. When this action was commenced 
plaintiff had been known under its present name for one hundred 
seven years and six months, and the defendant had been known 
under its present name for less than six months. 

Does the defendant’s name have a tendency to create the impres- 
sion among its customers and among those who are likely to become 
its customers that it is connected with the plaintiff? Defendant 


asserts that it is required by law (Banking Law, § 375, subd. 1) to 





ED TELIA PIERRE LEELA SERDAE AOD RN ATTEN a NaN il ATC Nes Ne CN Tle ty 0 ota ea ee ie RE ee eee ee 


miata 


0 Ae 










ROCHESTER SAV. BANK V. ROCHESTER SAV. AND LOAN ASSN 377 


use the words*“‘savings and loan association,” and that “Rochester” 
is a geographical term properly descriptive of any organization in 
the city. On the other hand, plaintiff maintains that during its 
long and successful career the words “Rochester Savings” have 
become associated in the minds of the public with its own institu- 
tion, and that use of them by the defendant necessarily involves 
conversion of part of its good-will. 

Ordinarily business rivalry is not subject to judicial control, 
but that does not mean that one can capitalize upon the reputation 
of others by sailing under their colors. No one can acquire an 
exclusive right to the use of geographical terms, yet they cannot be 
employed so as to mislead the public. “So far as the plaintiff 
claims any exclusive right to the use of the name of the city in its 
title, it is only necessary to say that it could acquire no property in 
it which would entitle it to debar other manufacturers located there 
from using it; provided it is not used in the same verbal connection, 
or in such wise as to leave the business indistinguishable.”” (Corning 
Glass Works v. Corning C. G. Co., 197 N. Y. 173, 178.) ““Common 
right to use geographical or descriptive terms; even individual 
right to use one’s own name does not include a use which is cal- 
culated to deceive.” (EKastern Const. Co. v. Eastern Engineering 
Co., 246 N. Y. 459, 463 [18 T.-M. Rep. 122]; Lockport Canning 
Co. v. Pusateri, 79 Misc. 293; affd., 161 App. Div. 911, Pounpn, J.; 
Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., 208 U. S. 554.) 

In spite of their differences in form of incorporation, both parties 
get their business by appealing to the same types of people, and 
are popularly regarded as engaged in the same occupation and are 
easily confused by customers of average intelligence. Both are 
known as engaged in receiving savings deposits and in making loans 
upon real estate. They are for “all classes of people, the educated 
and the illiterate, the citizen and the foreigner, the resident and the 
non-resident.” (Matter of Albany City Savings Institution, 116 
Mise. 561, 563; affd., 200 App. Div. 843.) In fact the safety and 
simplicity with which they are used as depositories are held out as 
inducements to those who lack the training and insight to make in- 


vestments elsewhere. The difference between being a depositor 
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and a share certificate holder may be obvious to lawyers and 
financiers but is not necessarily so to the average individual who 


thinks of each institution as a place where he can keep his money 


safely and get it when he wants it. An inexperienced person who 
has dealt only with a savings and loan association may assume that 
its system does not differ from that of a savings bank, and that had 
he gone to a savings bank he would have become a certificate holder 
there also. In Eastern Const. Co. v. Eastern Engineering Co. 
(supra) it was pointed out that the identity of corporations bidding 
for public contracts was not likely to be confused by professional 
architects and engineers, but the court added: “The defendant does 
not seek the patronage of the wayfarer whose purchases are often 
dictated by hasty impression rather than inspection and considera- 
tion” (p. 464). This case comes within the distinction. 

It is not essential that plaintiff show specific instances where 
confusion has arisen (Matter of Bank of Europe, 109 Misc. 3638; 
affd., 191 App. Div. 905; German-American Button Co. v. Heyms- 
feld, Inc., 170 id. 416, 421 [6 T.-M. Rep. 87]), but the evidence 
shows instances that “furnish a basis of experience which confirms 
my views of what might reasonably be expected to result.” (Matter 
of Albany City Savings Institution, 116 Misc. 561, 565; affd., 200 
App. Div. 843.) Those decisions are controlling here. 

The action of the Superintendent of Banks in granting permis- 
sion to use the name is not conclusive. (People ex rel. Columbia 
Chemical Co. v. O’Brien, 101 App. Div. 296; Pansy Waist Co. v. 
Pansy Dress Co., 208 id. 585 [13 T.-M. Rep. 54]; Matter of Bank 
of Europe, supra; Matter of Albany City Savings Institution, 
supra. ) 

New York Trust Co. v. New York County Trust Co. (125 Mise. 
735; affd., 215 App. Div. 699), relied on by defendant, was an ap- 
plication for an injunction pendente lite. It was denied, as was a 
similar application in the instant case. Before the action came to 
trial the defendant voluntarily changed its name to County Trust 
Company of New York, and the action was discontinued upon filing 


its stipulation to that effect. It would be simple for Rochester Sav- 





1 GE ELIA ALI a tal nat LE YA MIRA MAL AIRE! Te 


a ne ne 


at 


5 
£ 
- 


Sharia Ohl PS ese 





ROCHESTER SAV. BANK V. ROCHESTER SAV. AND LOAN ASSN 379 


ings and Loan Association to adopt as its name “Savings and Loan 
Association of Rochester,” or “Rochester Profit Savings and Loan 
Association,’ and thus avoid confusion. It suggests no such solu- 
tion. On the contrary, it displays a sign at its place of business a 
block and a half away from plaintiff's featuring the words ‘‘Roches- 
ter Savings.’’ The simple fact, whether defendant intended it so or 
not, is that the name has a tendency to deceive customers of average 
intelligence into thinking that defendant is identified with plaintiff. 
That ought to be and is decisive. (Higgins Co. v. Higgins Soap Co., 
144 N. Y. 462; Lockport Canning Co. v. Pusateri, 79 Misc. 293; 
affd., 161 App. Div. 911; Material Men’s M. Assn. v. New York 
M. M. M. Assn., Inc., 169 id. 843 [10 T.-M. Rep. 227].) 

A special reason has been presented on account of which care 
should be taken to avoid confusion. The banking holiday of 1933 
emphasized the effect of rumors in producing runs on banks. De- 
fendant has power to elect to suspend payments to customers for 
sixty days after receiving notice of intention to withdraw. It can 
do so without violating any legal obligation. That privilege was 
exercised by similar associations during the crisis in 1933. The in- 
ference is not overdrawn that if defendant should suspend payments 
during a time of financial stringency it might cause a run upon the 
Rochester Savings Bank. The special emphasis given to the words 
“Rochester Savings,’ which are understood by the public to desig- 
nate the plaintiff, could easily aggravate the result. It is incorrect 
to say that abbreviations of names commonly used by the public 
are not to be taken into consideration. That may be true in certain 
cases where generic terms are involved but is not true universally 
nor in this instance. As to the abbreviation “A. & P.,” see Great 
A. & P. Tea Co. v. A. &P. Meat Market, Inc. (1388 Mise. 224 [ 21 
T.-M. Rep. 18]); Material Men’s M. Assn. v. New York M. M. M. 
Assn., Inc. (supra, at p. 846). The popular abbreviation “Albany 
Savings” was regarded as significant in Matter of Albany City Sav- 
ings Institution (supra, p. 563). 

Attention has been drawn to the fact that from 1877 to 1913 


there was in existence an institution known as “Rochester Savings 
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and Loan Association.” It was dissolved in the latter year. De- 
fendant does not claim to have succeeded to any of its rights but 
asserts that, inasmuch as no attempt was made to suppress the use 
of that name then, the defendant’s name cannot be suppressed now. 
The former organization appears to have been smaller than the de- 
fendant. The fact that no action was taken against it does not bar 
the present suit. (Tiffany §& Co. v. Tiffany Productions, Inc., 147 
Misc. 679; affd., 237 App. Div.-801; affd., 262 N. Y. 482 [23 T.-M. 
Rep. 117].) The same rule is true of the fact that savings and loan 
associations and savings banks bearing names similar to each other 
exist in other cities. Whether local conditions distinguish their 
situations from the one in Rochester does not appear, nor whether 
injunction actions would be barred by laches or the Statute of 
Limitations. Local popular names may differentiate them as was 
the case at one time in Albany where “Albany Savings” and “City 
Savings Institution’’ were held fairly to indicate a distinction in 
current usage. (Matter of Albany City Savings Institution, supra.) 
It does not follow that the courts should refuse to act in this case 


for the reason that their aid has not been invoked in others. (See, 


also, International Trust Co. v. International Loan & Trust Co., 1538 
Mass. 271; 26 N. E. 693.) 

A permanent injunction may issue restraining the defendant 
from using the name of Rochester Savings and Loan Association 
or any imitation of the name of Rochester Savings Bank. The 
injunction will not operate retroactively so as to compel defendant 
to alter the name upon records of past transactions with customers 
nor will it require defendant to interrupt its business during a rea- 


sonable time in which to apply for and effectuate a change of name. 
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MILES LABORATORIES, INC. V. THE PEPSODENT CO. 


Mives Lasorarortes, Inc. v. THe Pepsopent Company 
United States Court of Customs and Patent Appeals 
Opposition No. 16,082 
June 15, 1939 


Trape-M arks—Opposirion—“ALKA-SELTZER” AND “PeEpso-SELTZER” ON AL- 
KALIZING PREPARATIONS—NOoN-CONFLICTING Marks. 

The word “Pepso-Seltzer” held not to be confusingly similar to the 
word “Alka-Seltzer,” both marks being used on an effervescent alkaliz- 
ing preparations, as the word “Seltzer” is descriptive, and the words 
“Pepso” and “Alka” not sufficiently similar to be likely to cause con- 
fusion among purchasers. 

TrapE-Marks—Opposition—BEar1ING ON Issue or Decision iN Retatep Case. 

A decision of the same court holding that appellee here was not en- 
titled to register its mark, consisting of the word “Pepso-Seltzer,” held 
not to affect the present case. 

On appeal from a decision of the Commissioner of Patents dis- 
missing an opposition proceeding. Affirmed. For the Commis- 


sioner’s decision, see 28 T.-M. Rep. 223. 


Charles R. Allen, of Washington, D. C., for appellant. 
W. R. Lane, of Chicago, Ill., for appellee. 


Lenroot, J.: This is an appeal in a trade-mark opposition pro- 
ceeding wherein the United States Commissioner of Patents affirmed 
a decision of the Examiner of Interferences dismissing appellant's 
opposition to the registration of appellee’s trade-mark, application 
for which was filed on June 27, 1936, under the Trade-Mark Act 
of February 20, 1905. 

The trade-marks involved are “Pepso-Seltzer,” registration of 
which appellee applied for, and appellant’s trade-mark “Alka- 
Seltzer,” sometimes used in a horizontal line and sometimes used as 
follows: 

“Alka- 
Seltzer” 

Appellant in its notice of opposition alleged registration of its 

mark in June, 1931; in said registration the mark appears in the 


following form: “‘Alka-Seltzer.” 
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In its registration application appellee disclaimed the word 
“Seltzer” apart from the mark shown, and in appellant’s registra- 
tion the term “Seltzer’’ was disclaimed apart from the mark shown. 

The marks of the respective parties are used upon substantially 
identical goods, viz., an “effervescent alkalizing’’ preparation. 

Appellant alone took testimony. 

The issue before the Patent Office was formed upon appellee's 
motion to dismiss appellant’s notice of opposition, the ground being 
that “‘as appears from the face of the Notice of Opposition the trade- 
mark “Pepso-Seltzer” of applicant is not deceptively or at all similar 
to... . opposer’s trade-mark ‘Alka-Seltzer.’ ” 

Appellee elected to stand upon its motion to dismiss and waived 
the right to file an answer. 


Only one question is before us for determination, viz., whether 


the marks of the respective parties are confusingly similar. 


Appellant contends that its testimony shows non-use by appellee 
of its mark, but as this matter is not pleaded in appellant’s notice 
of opposition it will not be considered by us. 

The Examiner of Interferences dismissed the notice of opposi- 
tion, holding that when the marks of the parties are considered in 
their entireties it must be concluded that their concurrent use in 
trade would not be likely to result in confusion. 

Upon appeal the Commissioner affirmed the decision of the 
Examiner of Interferences, stating: 


The only question for determination is whether or not the involved marks 
are so similar as to be likely to confuse the public or to deceive purchasers. 
I am clearly of the opinion that they are not. In each mark the word 
“Seltzer” is the name of the goods; and it seems to me that the prefixes 
“Pepso” and “Alka” are so widely different in all respects as to render the 
marks in their entireties sufficiently dissimilar to insure against any rea- 
sonable probability of confusion. 

Appellant challenges the statement of the Commissioner that 
“the word ‘Seltzer’ is the name of the goods”’ and insists that there 
is nothing in the record warranting this conclusion. While the 
Commissioner may have been in error in that his statement was too 
broad, we are clear that the word “Seltzer” is descriptive of the 


character of the goods upon which appellant’s mark is applied, and 
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this word, standing alone, would be barred from registration under 
Section 5 of said Trade-Mark Act because descriptive. 

Funk & Wagnalls New Standard Dictionary defines “Seltzer” 
as follows: 


An effervescing alkaline mineral water, originally from Nieder Selters, 
a village in Prussia. 

It is a matter of common knowledge that the word is used, both 
alone and in combination, applied to effervescing waters and prepa- 
rations. 

It is therefore our opinion that the portion of each mark consist- 
ing of the word “Seltzer’’ would furnish no indication to purchasers 
of the origin of the goods, and when such word is used in combina- 
tion with another non-des¢riptive word or term, the latter would be 
the dominant part of the mark and would be relied upon to indicate 
origin of the goods to which the mark is applied. 

In our decision in the case of American Brewing Co., Inc. Vv. 
Delatour Beverage Corporation, etc., 26 C. C. P. A. (Patents) —, 
F. (2d) — [29 T.-M. Rep. 40], we said: 

.... It is true that the general rule is that marks should be regarded 
in their entirety, including disclaimed words, but we do not think it could 
well be argued that disclaimed descriptive words could ever constitute the 
dominant part of a mark. 

In the case of Beckwith v. Commissioner of Patents, 252 U.S. 
538, 546 [10 T.-M. Rep. 255], the court said: 


use of the words “Moistair Heating System” apart from the mark as 
shown in the drawing and as described, would preserve to all others the 
right to use these words in the future to truthfully describe a like property 
or result of another system, provided only that they be not used in a trade- 
mark which so nearly resembles that of the petitioner “as to be likely to 
cause confusion or mistake in the mind of the public or to deceive pur- 
chasers” when applied “to merchandise of the same descriptive properties.” 
(sec 5.) 


It is clear to us that anyone has the right to use the disclaimed 
word “Seltzer” in a descriptive way, if descriptive of his mer- 


y upon the word “Seltzer” in 


. 


chandise, and appellant may not rel 
its mark as indicating origin of its goods; and, when used in com- 


bination with the word “Alka” the latter would be considered by 
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purchasers as the dominant portion of the mark indicating origin. 


To hold otherwise would result in appellant having practically 


a monopoly of the word “Seltzer” in a trade-mark. 

We hold that in appellant’s mark “Alka-Seltzer” the term 
“Alka” is the dominant portion thereof, and the term “‘Pepso’”’ is the 
dominant portion of appellee’s mark. 

While it is true that in comparing trade-marks used upon goods 
of the same descriptive properties they must be considered in their 
entireties, it is not true that equal importance must in all cases be 
given to every part of a mark. To so hold could result in the 
destruction of valuable trade-marks by adding descriptive words 
thereto. 

In the case of Younghusband v. Kurlash Co., Inc., 25 C. C. P. A. 
(Patents) 886, 94 F. (2d) 230 [28 T.-M. Rep. 132], we said: 

It is familiar doctrine that, in determining the question of confusing 
similarity of marks, they must be considered as a whole, but it does not 
follow that portions of marks which are similar must be given equal weight 
with portions of marks which are dissimilar. In the case of Yeasties Prod- 
ucts, Inc. v. General Mills, Inc., 22 C. C. P. A. (Patents) 1215, 77 F. (2d) 
523, the marks “Yeasties” and “Wheaties” were involved, applied to goods 


not identical, but nevertheless possessing the same descriptive properties. 
We there said: 


It is evident from the record, and no claim is made to the contrary, 
that appellee is not the exclusive owner of the suffix “ies.” Accordingly, 
if the word “Yeast,” of appellant’s mark, is sufficiently dissimilar with 
the word “Wheat,” of appellee’s mark, so that, when considered as a 
whole, the marks are not confusingly similar, appellant is entitled to 
the registration of its mark... . 

We are in accord with the decisions of the Patent Office tribunals 
that confusion in trade is not likely in the use by the parties hereto 
of their respective trade-marks. 

Appellant contends that the record shows that appellee, before 
adopting its mark, had knowledge of appellant’s mark, and en- 
deavored to hire some of appellant’s employees in the manufacture 
of appellee’s goods. 

The fact that appellee had prior knowledge of appellant’s mark 
is immaterial, for appellee had the right to use the word “Seltzer” 
to describe its goods and to use it in combination with another term, 
so long as its mark as a whole indicated origin in appellee and was 
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not confusingly similar to the mark of appellant, and its use of the 
word ‘Seltzer’ can not be held to be evidence of a desire to profit by 
confusion with appellant’s mark. Also, the mere fact that appellee 
endeavored to hire some of appellant’s employees does not evidence 
any improper motive of appellee in adopting its mark. 

Appellant’s counsel have brought to our attention certain deci- 
sions of district courts of the United States wherein certain other 
trade-marks were held to be confusingly similar with appellant’s 
mark. It is sufficient to say that, in so far as they may be pertinent 
to the issues here involved, we have given them consideration in 
arriving at our conclusion. 

Upon oral argument before us the question was raised of whether 
the issue here involved had become moot by reason of the fact that 
in another opposition proceeding it has been finally determined that 
appellee is not entitled to registration of its mark upon the applica- 
tion here involved. 

In the case of The Pepsodent Co. v. Pepsinic Seltzer Co., 26 
C. C. P. A. (Patents) [29 T.-M. Rep. 299], we affirmed a decision 
of the Commissioner of Patents sustaining the opposition there in- 
volved and holding that appellee here was not entitled to register its 
mark upon the application here involved. Appellant was not a party 
to that proceeding and we do not think it may be considered here 
further than to say that, in affirming the decision of the Commis- 
sioner upon the record before us, we do not hold that appellee's ap- 
plication must be allowed. This will be a matter for ex parte con- 
sideration by the Patent Office when appellee’s application comes 
before it for final action, when our decision in the case of Pepsodent 
Co. v. Pepsinic Seltzer Co., supra, may be considered. 

For the reasons herein stated, the decision of the Commissioner 


is afirmed. 


Buanp, J., specially concurring: I concur in the conclusion of 
the majority only because I am of the opinion that taking the 
trade-marks as a whole the terms “Alka-Seltzer” and “Pepso- 
Seltzer” are not so similar that there would be likelihood of confu- 


sion by their concurrent use. 








386 TWENTY-NINTH TRADE-MARK REPORTER 


I am out of harmony with the views of the majority which hold 
that the words “Alka” and “Pepso” are the dominant portions of 
the respective marks and with the statement, supported by this 
court’s decisions in American Brewing Co., Inc. v. Delatour Bever- 
age Corporation, etc., 26 C. C. P. A. (Patents) —, —F. (2d) 
[29 T.-M. Rep. 40], to the effect that descriptive words could never 
constitute the dominant portion of a mark. The dominant portion 
would seem to be that portion which would be most noticeable and 
would dominate over the other portions of the mark. It is needless 
to call attention here to the fact that the commerce of our country 
employs countless marks, the dominant portions of which are de- 
scriptive. Usually such a mark indicates origin by reason of the 
fact that it as a whole is not confusingly similar to other marks. 
We must look at the mark as a whole. It is true that in doing so we 
have a right to analyze its different features in order to properly 
consider the characteristics of the mark. 


SpPARKLEtTs CorPoRATION Vv. Water Kippe Sates Company 
Water Kipper Sates Company v. SPARKLETS CORPORATION 


Opposition No. 16,190 
United States Court of Customs and Patent Appeals 
June 19, 1939 


Trape-Marks—Opposition—Groove on ButB—FunNcrTIionAL Feature. 

A trade-mark consisting of “a groove or depressed band located 
about midway of the length of the bulb, but slightly nearer to its neck 
than to its round base, and applied to the goods by spinning or pressing 
the same into the bulbs or capsules” held not to indicate origin or owner- 
ship and therefore not to be registrable. 

Trape-Marks—OpposirioN—BeEarInG ON Patent oF Issve. 

In the case at issue, in a decision of the Commissioner of Patents in 
an ex parte case involving the same trade-mark, a consideration of a 
patent comprising the same groove feature held proper, said patent 
being part of the official records of the Patent Office. 


Cross-appeals from a decision of the Commissioner of Patents in 
an opposition proceeding. Affirmed. For the Commissioner's deci 
sion see 28 T.-M. Rep. 464. 
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Paul A. Blair, of Washington, D. C. and C. A. Vilas and H. J. 
Savage, both of New York City, for Sparklets Corporation. 
Louis D. Fletcher, of New York City, for Walter Kidde Sales 


Company. 


Garrett, P. J.: We are here called upon to review the decision 
of the Commissioner of Patents refusing the application of Spark- 
lets Corporation for registration for use on bulbs or capsules 
designed to contain compressed or liquefied gas, of a mark, claimed 
to be a trade-mark, described in the application as consisting “of a 
groove or depressed band located about midway of the length of the 
bulb but slightly nearer to its neck than to its round base, and.... 
applied or affixed to the goods by spinning or pressing the same into 
the bulb or capsules.” 

A pictorial representation of the grooved bulb may be seen in 
our decision in the case of In re Campbell (a design patent case) 
decided concurrently herewith (Suit No. 4146), 26 C. C. P. A. 
(Patents) ———- — F. (2d), it being the unnumbered figure there 
printed. The applicant disclaimed ‘‘any exclusive right to the 
representation of a bulb or capsule apart from the mark shown.” 
The mark is occasionally referred to in the record as an “Indentation 
on a bulb for making soda water.” The bulbs are used for the pur- 
pose of carbonating water contained in rechargeable syphon bottles. 

The case presents the following state of facts: 

Sparklets Corporation filed its application August 1, 1936. On 
August 24 the Examiner rejected the application, saying: 

Applicant’s alleged mark is of such a nature that a design patent 
application would be the proper protective measure to adopt. There is 
nothing here to indicate origin or ownership, which are requisite factors in 
seeking trade-mark registration. 

Reconsideration of the rejection was sought and the Examiner 
again refused registration “for reasons of record.” Thereafter, 
however, for reasons not appearing in the record, further and 
favorable consideration seems to have been given the application 


and an order was issued, reciting that the application had been 
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passed for publication and directing its publication in the Official 
Gazette of November 3, 1936. In the order it was stated that any 
person who believed that he would be damaged might oppose, and it 
was said, “If no notice of opposition is filed within said time the 
Commissioner may issue a certificate of registration.” 

On November 28, 1936, Walter Kidde Sales Company (appellee 
in Suit No. 4162 and appellant in Suit No. 4164 and hereinafter 
referred to by name) filed notice of opposition. January 7, 1937, 
Sparklets Corporation filed a motion to strike parts of the notice 
and on the same day a motion to dismiss the opposition. These 
motions were denied by the Examiner of Interferences in a decision 
dated February 2, 1937. Sparkets Corporation filed answer Feb- 
ruary 23, 1937. Walter Kidde Sales Company filed motion to strike 
certain parts of the answer, which motion was granted as to one 
item but denied as to others. The case finally was submitted with- 
out the taking of testimony. 

In a decision dated May 26, 1937, the Examiner of Interferences 
held that Walter Kidde Sales Company had the right to oppose, 
saying inter alia: 

In effect this device is more or less of an ingenious attempt to obtain a 
perpetual monopoly thereof in the guise of a trade-mark, attempts to ob- 
tain a monopoly for a limited period under the patent statutes having been 
so far unsuccessful. Accordingly, it is held that the opposer can qualify 
under the descriptiveness clause of Section 5. The notice of opposition is 
therefore sustained. 

Also, the Examiner of Interferences denied registration “Re- 
gardless of the right of the opposer to intervene” upon the ground 
that “the description of the mark is negative and indefinite, whereas 
it should be affirmative and definite.” 

Sparklets Corporation filed application for rehearing, and pend- 
ing that entered a motion to amend the application apparently in an 
attempt to meet the ex parte objections of the Examiner of Inter- 
ferences. The amendment, although opposed by Walter Kidde 
Sales Company, was allowed and the Examiner of Interferences 


rendered a second decision which concluded: 
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.... the notice of opposition is sustained and it is further adjudged that 
the applicant is not entitled to the registration for which it has made ap- 
plication. . 

Sparklets Corporation appealed to the Commissioner assigning 
many reasons of appeal, among them being an allegation that it was 
error not to have dismissed the notice of opposition. The Commis- 
sioner sustained this reason and reversed the Examiner of Interfer- 
ences as to that holding, but affirmed his refusal to grant the registra- 
tion “Regardless .... of opposer’s rights in the matter.” 

Both parties thereupon appealed to this court. 

Under the view which we take of the case, it is unnecessary to 
consider the reasons of appeal assigned by Walter Kidde Sales 
Company. It is proper to say, however, that the record indicates 
that there has been a controversy between the respective parties here 
involved for a number of years from which litigation has resulted. 
The details of this litigation are not pertinent to the issue before us, 
and the matter is referred to only to show something of the back- 
ground of the case. It appears that Sparklets Corporation and its 
parent company, a corporation of Great Britain, have been manufac- 
turing bulbs of a plain type for syphon bottles over a long period of 
years and that Walter Kidde Sales Company several years ago en- 
tered the field and began manufacturing bulbs of the same type. 
Following certain litigation Sparklets Corporation, according to its 
answer to the notice of opposition, “caused its inventor, Robert H. 
Campbell, to file an application for a design patent “for the bulb, 
the grooved feature of which is alleged to constitute a trade-mark, 
being the mark at issue here. The design patent was denied and 
that case is the subject of our decision in Jn re Campbell, supra. 
Sparklets Corporation has sought to protect the grooved bulb by 
securing either a design patent or a trade-mark registration or both. 
There is also printed in the record, although Sparklets Corporation 
claims it not to be a proper part thereof (a matter we shall later 
discuss), a mechanical patent, No. 2,066,517, issued to R. H. Camp- 
bell, assignor to Sparklets, Limited, London, England, for ‘‘Metal- 
lic Bulb and Holder.” Drawings of this patent show grooved 


bulbs of the type involved in the design patent application, supra. 








390 TWENTY-NINTH TRADE-MARK REPORTER 


The mechanical patent referred to was held invalid by the United 
States District Court in a decision rendered in February, 1938. It 
appears that in deciding the design patent case the Examiner in- 
dicated that the groove feature might be a proper matter for trade- 
mark registration, while the Examiner in the trade-mark registration 
proceeding, as quoted, supra, suggested “a design patent application 
would be the proper protective measure to adopt.” 

The Board of Appeals, however, did not in its decision in the 
Campbell case, supra, mention trade-mark registration, nor did the 
Commissioner in the instant case suggest the feasibility of a design 
patent. 

In his first decision in the instant case (May 26, 1937) the 
Examiner of Interferences made reference by number to the 
Campbell mechanical patent, No. 2,006,517, saying, “it appears that 
the groove in the capsule shown in the drawing performs a me- 
chanical function,” and the Commissioner likewise referred to it in 
his decision rendered June 11, 1988, which was after the final decree 
of the United States District Court holding it invalid. He held, in 
effect, that the groove was an element of utility, and quoted from 
our decision in the case of In re National Stone-Tile Corp., 19 C. C. 
P. A. (Patents) 1101, 57 F. (2d) 382 [22 T.-M. Rep. 217], the 
holding that: 


It is well settled that the configuration of an article having utility is 
not the subject of trade-mark protection. 


It is the contention of Sparklets Corporation that the Campbell 
patent was not properly a part of the record before the tribunals of 
the Patent Office and that it was error on their part to consider it. 

It is said that the case was heard upon bill and answer upon the 
suggestion of the Examiner of Interferences, no evidence being 
introduced by either party. We note that the Examiner of Inter- 
ferences did suggest that he regarded it “unlikely that any testimony 
would be useful relative to the question of the right of the opposer 
to intervene between this Office and the applicant,” but he added 


“If, however, either of the parties desires to take testimony, the 


Examiner will set times for so doing upon a mere written request 
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from the party wishing to take testimony.” (Italics ours.) So, 
obviously, the way was open for taking testimony had either party 
desired it. 

It may be said that the Campbell patent was not issued until 
after the filing of the notice of opposition. Hence it could not have 
been pleaded then, nor introduced as an exhibit. That it might later 
have been introduced in evidence may be true, but that is immaterial 
here because, all this aside, the Commissioner considered the patent 
solely in connection with his ea parte decision. We do not think it 
was error so to consider it. The patent was a part of the record of 
the office, and furthermore it was owned by Sparklets Corporation 
or its parent company. So, obviously, apparently it could not have 
been taken by surprise. 

It was not only the right but the duty of the tribunals of the 
Patent Office to determine, ex parte, and without reference to issues 
raised by the notice of opposition, whether the mark was entitled 
to registration. The Coshocton Glove Co. v. Buckeye Glove Co., 
24C.C. P. A. (Patents) 1388, 90 F. (2d) 660 [27 T.-M. Rep. 449]. 
In so doing it was proper to consider the official records in the 
Patent Office including the Campbell patent. 

Whether the grooved feature did have utility is a question of 
fact. Sparklets Corporation denies that it has. The Campbell 
patent specification, however, teaches that “. .. . the walls of the 
bulb are strengthened by a transverse depression or depressed band 
around the body ....”’ and that “The depressed band or groove 28 
in this bulb cooperates with the rib 27 to hold the neck of the bulb 
centrally in the nut of the bulb holder and in alignment with the 
piercing pin. . . 

It is perfectly evident that the groove was at least believed by 
the patentee to have utility at the time of making application, and 
claim 5 of the patent specifies a “bulb having a transverse depres- 
sion, and a rib in said holder engaging in said depression to hold 
the bulb with its neck centrally disposed within said nut.” 

We are unable to escape the conclusion that the groove as an 


entity possessed utility and, for that reason, under the authorities, 
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is not a proper subjejct for registration as a trade-mark. In re Den- 
nison Manufacturing Co., 17 C. C. P. A. (Patents) 987, 39 F. (2d) 
720 [20 T.-M. Rep. 172]; In re Vertex Hosiery Mills, Inc., 18 
C. C. P. A. (Patents) 725, 45 F. (2d) 249 [21 T.-M. Rep. 36]. 

In view of our conclusion with respect to the matter of utility, 
it is unnecessary for us to pass upon the merits of the holding of the 
Commissioner to the effect that quite apart from the question of 
mechanical utility the registration as a trade-mark would be un- 
warranted for the reason that it lacks trade-mark significance. 

Upon the holding here made, the case becomes moot, so far as 
Walter Kidde Sales Company is concerned, and its appeal (Suit No. 
4164) is dimissed. Frankfort Distilleries, Incorporated v. Dextora 
Company (Suit No. 4116), 26 C. C. P. A. (Patents) — —— F. 
(2d) —— [29 T.-M. Rep. 329], and cases therein cited. 

The decision of the Commissioner denying ex parte the registra- 
tion sought is affirmed. 


In THE MatTrer oF THE APPLICATION OF THE Mipy LaAporaTories, 


INc. 


United States Court of Customs and Patent Appeals 


‘ 


June 15, 1939 


Trape-Marks—REGIstRATION—“PIPERAZINE-MIpY” FOR PREPARATIONS FOR 
THE TREATMENT OF GRAVEL, STONE, ETC.—DISCLAIMER— DESCRIPTIVE 
TERM. 

The word “Piperzaine-Midy” held unregistrable as a trade-mark for 
preparations for the treatment of gravel, stone and other manifestations 
of the uric-acid diathesis, and to control the formation of urates, inas- 
much as the term “Piperazine” is descriptive of the goods and the word 
“Midy” a surname. The fact that applicant disclaimed both words ex- 
cept in the precise relation shown, did not make the mark registrable, 
inasmuch as there is no precedent for permitting registration of a mark 
which has been disclaimed in its entirety. 


On an appeal from the decision of the Commissioner of Patents 
denying registration. Affirmed. For the Commissioner’s decision, 
see 28 T.-M. Rep. 376. 
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Chancey P. Carter, of Washington, D. C., for appellant. 
R. F. Whitehead, Solicitor, and Mr. Howard S. Miller, Law 
Exam., both of Washington, D. C., for the Patent Office. 


Garrett, P. J.: This is an appeal from the decision of the 
Commissioner of Patents affirming that of the Examiner denying 
appellant’s application for registration under the Trade-Mark 
Registration Act of 1905 of the notation “‘Piperazine-Midy” as a 
trade-mark for “preparations for the treatment of gravel, stone, and 
other manifestations of the uric-acid diathesis, and to control the 
formation of urates.” 

It is conceded by the applicant that the word “Piperazine” is 
descriptive of the goods and that the word “Midy”’ is a surname, : 
part of applicant’s corporate name, not written or printed in any 
distinctive manner, and the application was amended to disclaim 
both words, except in the precise relation, association and arrange- 
ment shown. So we have the novel situation where a party seeks 
registration of a mark consisting of two words connected by a 
hyphen, neither of which words is registrable standing alone and 
both of which are disclaimed. There is no peculiarity of relation, 
association or arrangement, the words being printed, in the drawing 
accompanying the application, in common black face type. 

We have not had occasion heretofore to pass upon an issue 
precisely like this. 

Applicant has directed our attention to the case of Whitman 
Publishing Co. v. McLoughlin Bros., Inc., 25 C. C. P. A. (Patents) 
1298, 97 F. (2d) 608. It is sufficient to say that that was an inter- 
ference proceeding involving the matter of priority and upon the 
issues as there presented we gave no consideration to the precise 
character of the conflicting marks. In the ex parte case at bar the 
right of applicant to register is the sole question to be determined. 

In the course of his decision the Commissioner of Patents, speak- 
ing through Assistant Commissioner Frazer, said: 

I think applicant's contention is without merit. The statute forbids the 


registration of either word alone, and I can find no reasonable basis for 
holding that their association together results in a registrable combination. 
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Applicant has filed a disclaimer of “any attempt to cover by this regis- 
tration the word ‘Piperazine’ or the word ‘Midy’ except in the precise 
relation, association, and arrangement shown herein.” The office of a dis- 
claimer is that of “distinguishing, without deleting, non-registrable matter 
in the drawing of the mark as registered.” Beckwith v. Commissioner of 
Patents, 252 U. S. 538, 1920 C. D. 471. And where, as here, the entire mark 
is non-registrable, there would seem to be nothing from which to dis- 
tinguish. I do not think that any mark should be accepted for registration 
under the Act of 1905, unless it includes at least one element that is 
registrable without disclaimer. 


We have found it somewhat difficult to follow the reasoning of 
counsel for appellant. His contention is based, in part at least, 
upon the decision of the Supreme Court of the United States in the 
well-known case of Beckwith v. Commr. of Patents, 252 U. S. 588 
[10 T.-M. Rep. 255], decided at a time when that court took juris- 
diction of certain trade-mark registration controversies. 

The application there involved was for registration of a mark 
to be applied to “Hot air and combined hot air and hot water 
heaters and furnaces.” It consisted of a design like a seal compris- 
ing the head of an Indian chief surmounting a scroll bearing his 
name ‘“Doe-Wah-Jack,” and surrounded by a circle, outside of 


which appeared the words “Round Oak” and “Moistair Heating Sys- 


tem” in a circle, the whole being surrounded by a wreath of oak 
leaves. 


It was held by the Commissioner of Patents, in effect, that the 
phrase “Moistair Heating System’’ was descriptive, and that to 
secure registration (the other portions of the mark as combined 
being approved) that phrase should be “erased” or “removed” from 
it, he taking the view that the filing of a disclaimer would not 
suffice. The Court of Appeals of the District of Columbia sustained 
the Commissioner’s view and the Supreme Court reversed the judg- 
ment of the Court of Appeals. 

Since that decision the Patent Office and the courts have 
recognized the right of registration in proper cases where parts of 
a proposed mark have been disclaimed, but we have not been cited 
to any case in which the right of registration has been upheld by 
any court where the issue involved a mark disclaimed in its en- 
tirety. 
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In the absence of any persuasive authority to the contrary, we 
feel constrained to uphold the view of the Commissioner in this 
case. The holding, in our opinion, is based upon a sound prin- 
ciple and moreover it is in harmony with certain of the reasoning 
in a number of cases among which may be cited: Fishbeck Soap Co. 
v. Kleeno Mfg. Co., 44 App. D. C. 6 [5 T.-M. Rep. 327]; Nairn 
Linoleum Co. v. Ringwalt Linoleum Works, 46 App. D. C. 64 [7 
T.-M. Rep. 216]; Krank v. Philippe, 54 App. D. C. 180 [14 T.-M, 
Rep. 95], and three cases of this court, each styled In re Canada 
Dry Ginger Ale, Inc., reported in 24 C. C. P. A. (Patents) at pages 
804, 872, and 879, respectively. In the second of those cases we 
said: 

In view of the fact that appellant is not entitled to register either the 
words “Canada Dry,” standing alone, or the map on which the words ap- 
pear, for reasons hereinbefore stated, it is clear, from the facts and cir- 
cumstances of the case, that it is not entitled to the registration of the 
two combined. 

In the Beckwith case, supra, the Supreme Court pointed out that 
“No question .... that the design of the trade-mark is so simple as 
to be a mere device or contrivance to evade the law and secure the 
registration of non-registrable words’ was involved. 

Obviously, the granting of applicant’s application in this case 
would result in registering, when combined, words non-registrable 
separately. The combination of the words in no way changes their 
significance in any trade-mark sense. Each continues to have the 
same meaning that it would have as a separate word. 


The decision of the Commissioner of Patents is affirmed. 
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INTERNATIONAL Latex Corporation v. I. B. Kieinert Rupeser 


CoMPANY 


United States Court of Customs and Patent Appeals 


Opposition No. 15,575 
June 15, 1939 


Trapve-Marks—Opposirion—Desicgn oF Two CrawiinG Basies anp Picrure 
or Basy 1n CreePInc Posrure—ConriictinG Marks. 

A trade-mark consisting of an outline of two babies clad in panties 
only, one shown in profile in a creeping position the other in a stooping 
position holding the garment on the first baby held to be confusingly 
similar to a trade-mark consisting of the picture of a baby in a crawling 
posture with its back toward the observer and its head looking back at 
him. 


Appeal from a decision of the Commissioner of Patents which 
reversed a decision of the Examiner in a trade-mark opposition. 


Affirmed. For the Commissioner’s decision, see 28 T.-M. Rep. 144. 


Martin T. Fisher, of Washington, D. C., for appellant. 
Edwin Levisohn, of New York City, for appellee. 


Harrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents re- 
versing the decision of the Examiner of Interferences dismissing 
appellee’s notice of opposition and holding that appellant was 
entitled to the registration of its trade-mark for use on babies’ rubber 
pants. 

Appellant’s mark consists of an outline drawing of two babies, 
clad in panties only. One of the babies is shown in profile, facing 
to the left, in a crawling or creeping posture. The second baby, at 
the right and to the rear of the first, is depicted in stooping position 
holding and stretching the garment on the first baby. 

In its application for registration, filed January 3, 1936, appel- 
lant stated that it had used its mark on its goods since September 
11, 1935. How extensively the mark has been advertised or used 
by appellant does not appear from the record, as no evidence was 
submitted by appellant. , 

Appellee’s mark, which appellee used on babies’ pants long 


prior to the first use by appellant of its mark, consists of a picture of 
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a baby in a crawling or creeping posture with its back and rear 
toward the observer and its head turned so that it is looking back 
over its left shoulder facing the observer. The baby has bushy curly 
hair, and is clothed in a shirt and panties with a sock and shoe on 
one foot. 

Appellee’s mark was registered in the United States Patent Office 
May 31, 1927, on an application filed November 24, 1925. 

It appears from the record that appellee’s product is sold 
throughout the world, and that, since about 1921, its mark and its 
goods have been extensively advertised throughout the United States 
in magazines, newspapers, and other forms of advertising. 

In his decision, the Commissioner of Patents stated, inter alia, 
that 


The Examiner of Interferences seems to have taken the position that 
because of the nature of these marks the question of confusing similarity 
should be determined by different tests than those usually employed. He 
calls attention to the fact that “the differences between (human) forms 
are very small compared with resemblances,” and draws the conclusion 
that slight differences must therefore suffice to distinguish such forms, 
even when used as trade-marks. I am unable to adopt this reasoning. 
Whether or not it be the representation of a human form, I doubt that 
the average purchaser pays sufficient attention to any trade-mark as to 
retain more than a vague impression of its details. 

Opposer’s mark is a picture of a crawling baby. Applicant’s mark is a 
picture of two babies, one of which is crawling. Placed side by side these 
marks could not possibly be confused, nor is it likely that a person 
thoroughly familiar with either would fail to distinguish the other, that, how- 
ever, is not sufficient. If there is a reasonable probability that some pur- 
chasers would be deceived the second mark should not be registered. It seems 
to me there may be those who would retain only the impression of a crawling 
baby, and thus mistake applicant’s goods for those of opposer. The ques- 
tion is a close one, but the doubt must be resolved in opposer’s favor. 


It is contended here by counsel for appellant that the marks of 
the parties are not confusingly similar; that the “fact that both 
marks display the human form of a crawling baby is not per se an 
indication of likelihood of confusion. Nor is the fact that the 
babies display the goods of the parties, viz.: baby pants, an indica- 
tion per se of the likelihood that the public would confuse the two 
marks’; and that the “‘only question to be determined, therefore, is 
whether the babies in the two marks resemble each other in their 


individual characteristics of features, pose and the like.” 
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In support of their contentions, counsel for appellant rely upon 
our decision in the case of Jantzen Knitting Mills v. West Coast 
Knitting Mills, 18 C. C. P. A. (Patents) 843, 46 F. (2d) 182 [21 
T.-M. Rep. 97]. 

In that case it was held, as stated in the third syllabus— 


A mark for bathing suits consisting of the representation of a girl 
attired in a bathing suit, cap and shoes, standing on a diving board with her 
arms held back as if about to dive into the water, held registrable, notwith- 
standing the prior adoption and use of a mark consisting of a representa- 
tion [of a girl] attired in a similar suit with arms and limbs extended, as in 
the act of diving through the air, for the same goods, in view of the fact 
that the representation of a girl wearing a swimming suit is generic in 
character which any one is free to use. 


In the course of our discussion of the issues in that case, we said, 
inter alia: 


We think that the representation of a diving girl wearing a swimming 
suit is generic in character, and the registration of such a representation 
as a trade-mark can not exclude others from using any representation of 
a diving girl wearing a swimming suit, but only from using the representa- 
tion of a diving girl in substantially the same position and posture as that 
shown by its mark. The test of similarity producing confusion is, there- 
fore, not whether the two marks represent diving girls, but whether the ap- 
pearance or position which gives to appellant’s mark its exclusive right has 
been so nearly simulated by appellee in its mark as to be likely to cause 
confusion or mistake in the mind of the public or to deceive purchasers. 

Applying this test to the two marks in issue, we are clear that the re- 
semblance is not such as to prevent registration of appellee’s mark. We 
think no purchaser would confuse the posture of a girl with arms and limbs 
extended, as in the act of diving through the air, with the posture of a 
girl standing on a diving board with her arms held back as if about to 
spring or dive into water. We may add that the diving board adds further 
distinctiveness to appellee’s mark. (Italics not quoted.) 


It is not contended here by counsel for appellee that appellee is 
entitled to the exclusive use of the representation of a baby. It is 
contended, however, that appellee’s mark consists of a “crawling 
baby”; that appellant’s mark is essentially that of a “crawling 
baby’; and that, therefore, the marks are confusingly similar. 

The dominant feature of appellant’s mark is a representation of 


a crawling baby. The baby’s posture is substantially the same as 


the posture of the baby in appellee’s mark. The crawling baby in 


appellant’s mark is shown in profile facing to the left; whereas, the 


crawling baby in appellee’s mark is shown with its back and rear 
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toward the observer and its head turned so that it is looking back 
over its left shoulder facing the observer. The positions of the two 
babies, therefore, are different, and, as stated by the Commissioner 
in his decision, if the two marks are placed side by side they are 
easily distinguishable. However, such a comparison is not the test 
to be applied in considering the question of confusing similarity of 
the marks. 

We have given the issues presented careful consideration in the 
light of the principles announced and applied in the Jantzen Knit- 
ting Mills case, supra, and the arguments presented by counsel for 
appellant, and are of opinion that the marks of the parties so nearly 
resemble one another that their concurrent use would be likely to 
cause confusion or mistake in the mind of the public and deceive 
purchasers. At least, there is reasonable doubt as to the confusing 
similarity of the marks, and it is well settled that such doubt must 
be resolved against the newcomer in the field. The American Prod- 
ucts Co. v. Herbert F. Braithwaite, 19 C. C. P. A. (Patents) 736, 
53 F. (2d) 532 [21 T.-M. Rep. 626]. 

We are unable to hold, therefore, that the Commissioner of 
Patents erred in sustaining appellee’s notice of opposition. 

For the reasons stated, the decision of the Commissioner of 


Patents is affirmed. 


AFFILIATED Propucts, Inc. v. Crazy Water Company 
United States Court of Customs and Patent Appeals 
Opposition No. 15,968 
June 15, 1939 


‘TrApe-M ar kKs—OpposITION—SHAVING CREAM, SHAVING, TormLter AND Baru 
Soaps AND DeEpiILarorIEs AND ANTIPERSPIRANTS—GOODS OF THE 
Same Descriprive Properties. 
Shaving cream and shaving, toilet and bath soaps held to have the 
same descriptive properties as depilatories and antiperspirants. 
IrapeE-M arks—Opposirion—-“NeExt” anv “Neet’—Non-Conr.uicrinc Marks. 
The word “Next” used as a trade-mark on shaving cream and shav- 
ing, toilet and bath soaps, held not to be confusingly similar to the word 
“Neet,” used as a trade-mark on depilatories and antiperspirants. 
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On appeal from a decision of the Commissioner of Patents re- 
versing a decision of the Examiner, which sustained a trade-mark 
opposition. Affirmed. For the Commissioner’s decision, see 28 
T.-M. Rep. 277. 


Thomas L. Meed, Jr. and Edward S. Rogers, both of Washing- 
ton, D. C., for appellant. 

Howard P. King, of New York City, and Charles R. Allen, of 
Washington, D. C., for appellee. 


Jackson, J.: This is an appeal, in a trade-mark opposition 
proceeding, from a decision of the Commissioner of Patents, which 
reversed a decision of the Examiner of Trade-Mark Interferences 
sustaining the opposition of appellant to the registration by appellee 
of the word “Next” as a trade-mark applied to “Shaving Cream, and 
Shaving, Toilet, and Bath Soaps,” application for which was filed 
May 19, 1986. 

Appellant is the owner of trade-mark registrations No. 128,397, 
dated January 6, 1920, and No. 153,744, dated March 28, 1922, of 
the word “Neet’’ for use, respectively, on “an antiseptic lotion for 
use as a depilatory’”’ and “toilet articles namely, depilatories and 
antiperspirants.” 

The opposition was brought under the confusion in trade clause 
of Section 5 of the Trade-Mark Act of 1905 (as amended). The 


sole issue is whether or not the word “Next,” sought to be registered 


by appellee, so nearly resembles the trade-mark “Neet’’ of appel- 


lant, and is appropriated to merchandise of the same descriptive 
properties, as to be likely to cause confusion in the mind of the 
public or to deceive purchasers. 

Both parties took testimony and filed numerous exhibits. The 


words involved appear on the goods of the respective parties as 


Next Neet 


follows: 
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The record as a whole discloses that appellee applies the word 


“Next” in the form above set out, to a brushless shaving cream put 


up in glass jars, and that the only product sold by appellant to 
which its involved trade-mark “Neet’’ is or has been applied, for 
nineteen years, is a chemically acting depilatory put up in collapsible 
tubes. Both products are sold in stores dealing in toilet and cosmetic 
articles. The shaving cream of appellee is ordinarily used by men 
in the usual shaving operation. The depilatory of appellant is a 
hair remover which is applied generally to parts of the body grow- 
ing superfluous hair and is ordinarily used by women. When the 
depilatory is washed off, the hair under it has disappeared. ‘Thus, 
while the shaving cream is mechanical in its function, the depilatory 
functions by chemical action. 

The record also shows that the radio advertising used by both 
parties is directed to the attention of men by the appellee and of 
women by. the appellant. 

The Examiner of Interferences observed that the resemblances 
and differences in the marks and the specific differences in the char- 
acteristics of the respective goods were obvious from mere inspection. 
Because of the resemblances and differences, the question of likeli- 
hood of confusion in trade seemed doubtful to him, and in accordance 
with office practice he resolved the doubt in favor of appellant, the 
prior user. 

The Commissioner held that since the record shows quite con- 
clusively that appellee had not used the mark on any product except 
shaving cream, no other item of appellant’s merchandise need be 
considered. This was a proper holding. 

The Commissioner also held that the goods of the respective 
parties are of the same descriptive properties under the Trade- 
Mark Act, but specifically that they differ somewhat widely. With 
respect to the words involved, he pointed out that both are words of 
one syllable with three letters common to each, and that each word 
begins and ends with the same letters. 

He stated that these points of visual similarity might conceivably 


cause some degree of confusion among careless observers if the 
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marks were applied to identical goods, but added further that in 
sound and meaning the two words were so different that their con- 
fusion seemed virtually impossible. Based upon the foregoing 
reasoning, the Commissioner reversed the decision of the said 
Examiner. 

We have no doubt but that the involved marks, even though they 
be made up of the same number of letters and begin and end with 
the same letters, as above illustrated, apptal to the ocular sense in 
a quite different way. That the difference in sound is distinct is 
obvious. As to their meaning, we think it quite clear that in either 
seeing, or hearing the word “Next” pronounced in connection with 


shaving cream, association of ideas immediately pictures the barber 


shop with the barber announcing “‘next’’ to his longest waiting cus- 


tomer. If the trade-mark of appellant conveys any meaning at all, 
it is that of neatness and tidiness. ‘ 

The goods of the parties involved in this proceeding, we think, 
belong to the same broad class for the reason that they are toilet 
articles and are used in the process of removing hair. In these 
respects they may be said to possess the same descriptive properties. 
It can be readily seen, however, that they are not identical and their 
specific differences, considered with the dissimilarity of the marks 
in appearance, sound and meaning, bring us to the conclusion that 
the concurrent use by the parties of their respective marks would not 
be likely to create confusion in the mind of the public or to deceive 
purchasers. Gotham Silk Hosiery Co., Inc. v. Narrow Fabric Co., 
26 C.C. P. A. (Patents) —, 102 F. (2d) 407 [29 T.-M. Rep. 235]; 
Younghusband v. Kurlash Company, Inc., 25 C. C. P. A. (Patents) 
886, 94 F. (2d) 230 [28 T.-M. Rep 132]; Skram Co. v. Bayer Co., 
Inc., 28 C. C. P. A. (Patents) 1049, 82 F. (2d) 615 (rehearing 
denied, 28 C. C. P. A. [Patents] 1286, 84 F. [2d] 392). 

We have examined the cases cited by appellant but find that 
none of them are applicable to the state of facts here. It is rare 
in trade-mark cases to find precedents. As we said in the case of 
J. Greenebaum Tanning Co. v. Respro, Inc., 25 C. C. P. A. 
(Patents) 899, 901, 94 F. (2d) 818 [28 T.-M. Rep. 128]: 
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....» Unless there be a close relationship between the marks of decided 
cases and marks at issue in the case being heard, it is seldom helpful to an 
opinion for the courts to make comparisons and point out distinctions of 
fact. 

For the reasons set forth herein, we are of opinion that appellee 
is entitled to the registration applied for and accordingly the de- 


cision of the Commissioner of Patents is affirmed. 


CORRECTION 


On page 251 of our May, 1939 issue, third paragraph, the letters 
“LBQ” should have read “LDQ.” The entire paragraph should 
therefore, have read as follows: 

January 16, 1935, the plaintiff amended its bill and further alleged that 
the defendant infringed its trade-mark “LDQ” by the use of the letters 


“ILPQ” upon the labels of its boxes in the sale of like tablets, but this claim 
is now abandoned. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Frazer, A. C.: Held that the New Way Hosiery Company, is 
not entitled to register the term “Elaine Arden” displayed in asso- 
ciation with the outline of a female figure and certain descriptive 
words, as a trade-mark for hosiery. 

In his decision the Assistant Commissioner stated that the mark 
relied upon by opposer is 
the name “Elizabeth Arden,” which the proofs show to have been used 
since a date earlier than applicant’s date of first use, in connection with 
women’s lingerie and negligees. That these goods have the same descriptive 
properties as women’s hosiery is clear beyond doubt. 

He then noted that applicant’s mark includes other features, 
none of which may be disregarded, and said: 

But applicant’s goods would necessarily be known and called for as 
“Elaine Arden” hosiery; and the similarity of that name to opposer’s trade- 
mark would, I think, be reasonably likely to cause confusion, particularly 


in view of the close relationship between the goods with which the respective 
marks are used. 
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With reference to the name under which opposer does business, 
he said: 
Opposer does business under the name “Elizabeth Arden,” and one of 
the Examiner’s reasons for sustaining the opposition was that the registra- 
tion of applicant’s mark would thus violate the so-called name clause of the 
Trade-Mark Act. I am unable to agree with this ruling, first because it 
finds no sufficient basis in the notice of opposition, and secondly because I 
do not think that “Elaine Arden” is the name of Elizabeth Arden. It may 
be that the name of applicant’s mark lacks distinctive display, but that 


question was not considered by the Examiner and need not be passed upon 
here.! 


Failure to Assign 


Frazer, A. C.: Held that the opposition of A. O. Kolberg, Inc., 
of McAllen, Texas, to the registration of the notation “Better’n 
Gold” as a trade-mark for fresh citrus fruits, was properly dis- 
missed, but also held that the applicant Alamo Fruit & Vegetable 
Exchange, Inc., of Alamo, Texas, is not entitled to register said 
mark. 

In his decision, after stating that the mark had been registered 
in 1927 to Southland Fruit & Vegetable Exchange, Inc., and each 
of the parties claims ownership as successor to that concern, he 
said: 

In my opinion neither has succeeded in establishing such claim. Aside 
from opposer’s so-called rebuttal testimony, which the Examiner very 
properly refused to consider, there is no sufficient proof in the record that 
Southland Fruit & Vegetable Exchange, Inc., has either assigned or 
abandoned its registered trade-mark. While I agree with the Examiner 
that opposer has no rights in the mark as against applicant, I think the 
registration referred to is a bar to the registration here applied for. Melly 
Liquor Co. vy. National Brokerage Co. (C. C. P. A.) [29 T.-M. Rep. 279}. 

He then referred to the testimony of A. O. Kolberg as a witness 
for the opposer that he had purchased the “Better’n Gold” trade- 
mark and the good-will from the Southland Fruit & Vegetable Ex- 
change, Inc., but no formal transfer was made, and said: 


Section 10 of the Act of February 20, 1905, provides that an assignment 
of a registered trade-mark “must be by an instrument in writing and duly 
acknowledged according to the laws of the country or state in which the 


1 Florence N. Lewis v. New Way Hosiery Company, Opp'n No. 16,946, 
163 M. D. 281, May 19, 1939. 
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same is executed.” In the absence of such an assignment Mr. Kolberg was 
in no position to assert ownership of the mark through purchase from the 
registrant. 


He then referred to the fact of applicant’s incorporation with 
Kolberg as its president and chief stockholder and that the com- 
pany purchased from Kolberg the labels upon which the mark 
appeared, and said: 


Considerable other property was also transferred to applicant by Mr. 
Kolberg, and it is applicant’s theory that it acquired the good-will of his 
previously operated business, including trade-mark rights. I do not think 
the record supports that theory, but I am clearly of the opinion that Mr. 
Kolberg’s conduct with respect to this particular mark, and his acquiescence 
in applicant’s use thereof, estopped him to assert rights in the mark adverse 
to applicant. As opposer claims no rights other than those that may have 
been derived from Mr. Kolberg, it is equally bound by the estoppel. 

While the opposition was properly dismissed it does not necessarily 
follow that applicant is entitled to registration. As the record now stands 
I am convinced that it is not.? 


Goods of Different Descriptive Properties 


Frazer, A. C. Held that an opposition by La Compagnie 
Fermiere de l’Etablissement Thermal de Vichy. Société Anonyme, 


of Paris, France, involving the registrability of a trade-mark for 





brandy, cognac, and cognac brandy, which featured the disclaimed 





word “Celestin’s’’ was properly dismissed when it appeared that the 





opposition was based on the registration of the term “Celestins’’ as 





a trade-mark for natural mineral water. 





In his decision the Assistant Commissioner said: 





The only question presented for determination is whether or not the 
goods of the parties are merchandise of the same descriptive properties 
within the meaning of the Trade-Mark Act. The Examiner was of the 
opinion that they are not, and upon the record before me I am constrained 
to agree with his conclusion. 









Then, after noting that the opposers rely to a considerable ex- 





tent on the ruling in the case of White Rock Mineral Springs Co. v. 
Neurad, 478 O. G. 717, 88 U.S. P. Q. 163, where the goods involved 


were mineral water, ginger ale, and other carbonated beverages on 







* A. O. Kolberg, Inc. v. Alamo Fruit & Vegetable Exchange, Opp’n No. 
17,059, 163 M. D. 277, May 17, 1939. 
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the one hand and whisky on the other and noting in that decision that 
it was said: 


It is a matter of common knowledge that both ginger ale and car- 
bonated water are extensively used with whisky, and that all are sold in 
similar containers, by the same dealers, to the same class of purchasers. 


he said: 


It will be observed that mineral water was not mentioned, the opposi- 
tion having been sustained on the ground that ginger ale and carbonated 
water were of the same descriptive properties as whisky. In the instant 
case no testimony was taken, and I do not think the quoted language with 
respect to “common knowledge” is applicable to the present opposer’s 
goods. So far as I know, mineral water is not used with cognac or brandy, 
nor do I feel free to assume that it is sold in the same stores or to the same 
class of purchasers. If so, these were facts to be proved, and the burden 
of proof rested upon opposer. Having failed to discharge such burden 
opposer must abide the consequences.* 


Frazer, A. C.: Held that the use by Elizabeth Arden, Inc., of 
the term “Elizabeth Arden” as a trade-mark for various so-called 
beauty preparations was no ground for refusing registration to the 
New Way Hosiery Company, of a mark including the name “Elaine 
Arden” as applied to hosiery. 

In his decision the Assistant Commissioner said: 

It may well be that the use of the two names “Elizabeth Arden” and 
“Elaine Arden” as trade-marks on merchandise of the same descriptive 
properties would be likely to cause confusion, but it does not follow that 
“Elaine Arden” is opposer’s corporate name. Obviously it is not. 

That the goods with which the respective marks are used are of different 
descriptive properties I have no doubt; nor is the question open to argu- 
ment in the Patent Office, since it was so ruled by the Court of Customs and 
Patent Appeals in House of Tre-Jur, Inc. vy. Combine Hosiery Corporation, 
18 C. C. P. A. 1466, 49 F. (2d) 1031 [21 T.-M. Rep. 338}. 

Then with reference to an argument that the record establishes 
that opposer in addition to selling beauty preparations sells ladies’ 


hand bags as to which there can be no doubt that the goods are 


of the same descriptive properties as those of the applicant, he 
said: 


3’ La Compagnie Fermiere de l’Etablissement Thermal de Vichy, Société 
Anonyme v. Celestin, Ltd., Opp’n Nos. 16,779 and 16,780, 163 M. D. 279, 
May 18, 1939. 
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This raises a question not presented in the notice of opposition, which 
was doubtless the reason that it was “completely ignored,” as stated in the 
brief, by the Examiner of Interferences. For the same reason I must de- 
cline to consider it in disposing of the appeal.* 


Frazer, A. C.: Held that Joel B. Clark, is entitled to register 
the notation “Kralinator’ as a trade-mark for an oil filter, notwith- 
standing the opposer’s ownership of the trade-mark “Kelvinator” 
applied to refrigerating apparatus. 

After stating that opposer contended that the goods were of the 
same descriptive properties and noting that a stipulation had been 
entered into between the parties as to the facts, the Assistant Com- 
missioner said: 


It does not appear from the stipulation that opposer's oil filtering devices 
bear its trade-mark, and at the oral argument on appeal it was expressly 
admitted by counsel for opposer that they do not. The question, therefore, 
is whether or not oil filters possess the same descriptive properties as 
refrigerators equipped with oil filters. I think the answer is to be found 
in All-American Mohawk Corporation v. Rollinson, 22 C. C. P. A. 1301, 77 
F. (2d) 26 [25 T.-M. Rep. 400], where it was held by the Court of Customs 
and Patent Appeals that relays and thermostats “suitable for use in electric 
refrigerators” were not of the same descriptive properties as electric 
refrigerators. 


Then, after stating that he agreed with the Examiner that an 
oil filter would seem to be a relatively minor part of a refrigerating 
apparatus and that the decision cited affords ample authority for 
the ruling that the goods are of different descriptive properties, he 
said: 


I do not agree with the conclusion stated in his decision that even though 
such goods should be held to possess the same descriptive properties “the 
cumulative effect of the specific differences in these goods and the differences 
in the mark “Kelvinator” used by the opposer and “Kralinator” which ap- 
plicant seeks to register would be sufficient to obviate any likelihood of con- 
fusion in trade. Were the goods of the same descriptive properties I should 
have no hesitancy in holding that the marks are confusingly similar. [Citing 
General Mills, Inc. v. Freed, 24 C. C. P. A. 1171, 89 F. (2d) 664] [27 T.-M. 
Rep. 328]. 


* Elizabeth Arden, Inc. v. New Way Hosiery Company, Opp’n No. 16,945, 
163 M. D. 280, May 19, 1939. 

®° Nash Kelvinator Corporation v. Joel B. Clark, Opp’n No. 17,330, 163 
M. D. 283, May 22, 1939. 
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Name of Opposer 


Frazer, A. C.: Held that Allied Stores Corporation, is not 
entitled to register the term “Whitecap” as a trade-mark since it is 
in legal effect the name of the petitioner, ““White Cap Company.” 

In his decision, after noting that the Examiner had held that 
because the petitioner’s name included the word “Company” the reg- 
istration of the word “Whitecap” did not fall within the prohibition 
of the second proviso of Sec. 5 of the Trade-Mark Act of 1905, 
the Assistant Commissioner said: 





It has been the uniform practice to ignore such words as “company,” 
“incorporated” and “limited” in corporate names, on the theory that they 
do not serve to identify any particular corporation. [Citing a number of 
decisions. | 


He then referred to the decision of the Supreme Court in 
American Steel Foundries v. Robertson, 269 U. S. 3872 [16 T.-M. 
Rep. 51], where it was held that the word “Simplex” was not the 
name of “Simplex Electric Heating Company” and said: 


The court did not intimate, however, that the word “Company” was an 
essential part of the name in question; and as was said by a former First 
Assistant Commissioner in Gyro Club vy. Gyro Brush Company, 156 M. D. 
725, 10 U. S. P. Q. 141 [21 T.-M. Rep. 602]: 

“It is deemed a fair conclusion that had the name of the Simplex Electric 
Heating Company been merely ‘Simplex Company,’ the court would have 
held the word ‘Simplex’ not open to registration.” 


He then noted other decisions in which a similar distinction 
was drawn. 

With reference to the argument that the goods of the parties 
are widely different and opposer has failed to show it would be 
injured by the proposed registration, he said: 


That damage will be presumed in cases of this character, and that the 
difference in goods is immaterial, are questions no longer open to argument 
in the Patent Office in view of the rules laid down in Feldman v. Amos and 
Andy, 21 C. C. P. A. 823, 68 F. (2d) 746 [23 T.-M. Rep. 69], and in The 
Asbestone Co. v. The Philip Carey Manufacturing Co., 41 App. D. C. 507 
[4 T.-M. Rep. 161]. In the latter case it was said: 

“It is not the business which the statute in this particular aims to 
protect. It is the corporate name, and it is sufficient that possible damage 
may be inferred from invading the property right which the corporation 
possesses in its name.” 
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He then stated that the applicant’s trade-mark constitutes a sub- 
stantial appropriation of the opposer’s name, and said: 


I think “the rule of the statute, by its own terms, is absolute and the 
proposed mark must be denied registration without more.” American Steel 
Foundries v. Robertson, supra.® 


Non-Conflicting Marks 


Frazer, A. C.: Held that applicant is entitled to register, as a 
trade-mark for effervescent analgesic alkalizer tablet, a mark con- 
sisting of the notation “Rex-seltzer” displayed in reverse printing 
with the word “Seltzer” disclaimed, notwithstanding the prior use 
by opposer of the words “Alka-Seltzer” for anti-acid effervescent 
preparations. 

In his decision the Assistant Commissioner said: 

Since 1930 opposer has continuously used this mark, frequently in as- 
sociation with a rectangular background similar to that of applicant’s mark 
and with the words in reverse printing, so that in arrangement and in gen- 
eral appearance the two marks are much alike. It does not necessarily fol- 
low, however, that they are confusingly similar. Skram Co. v. Bayer Co.., 
23 C. C. P. A. 1049, 82 F. (2d) 615; modified, 23 C. C. P. A. 1286, 84 F. (2d) 
392 [26 T.-M. Rep. 584]. 

Both parties have disclaimed the word “Seltzer” as descriptive of the 
goods. Aside from the conventional background, which would be likely to 
have little, if any, trade-mark significance, this disclaimed word is the only 
feature the two marks have in common. 


Then after referring to the decision of the Court of Customs and 


Patent Appeals in American Brewing Co. v. Delatour Beverage Cor- 
poration, 100 F. (2d) 253 [29 T.-M. Rep. 40], in which it was held 


that certain disclaimed words, although they were part of the mark, 


could only in a very minor degree indicate origin, he said: 


Applying this doctrine to the instant case, it seems clear that the marks 
involved are dominated by the prefixes “Alka” and “Rex,” respectively, be- 
tween which there exists no shadow of resemblance. With respect to the 
marks as a whole the situation is somewhat similar to that presented in 
Younghusband vy. Kurlash Co., 25 C. C. P. A. 886, 94 F. (2d) 230 [28 T.-M. 
Rep. 132], where the court had under consideration the trade-marks “Star- 


lash” and “Kurlash,” the last syllable of each of which it held to be descrip- 
tive of the goods to which the marks were applied, and said: 


® White Cap Company v. Allied Stores Corporation, Opp’n No. 16,949, 
163 M. D. 275, May 4, 1939. 
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“We believe that purchasers would pay little attention to the last syllable 
of the marks as bearing upon the origin of the goods, but, seeing the marks, 
as a whole, the mind would fasten upon the syllable ‘Kur’ in appellee's 
mark and ‘Star’ in appellant’s mark, and the last syllable in each mark 


would be given little attention other than with respect to its descriptive 
character.” 


Non-Descriptive Mark 


Frazer, A. C.: Held that the notation “Numeral Crepe’”’ is not 
descriptive of hosiery and that applicant is entitled to have that 
mark registered for its goods. 

In his decision the Assistant Commissioner said: 

The Examiner’s position is that because it is common practice to in- 
dicate by numerals the size of thread used in the construction of crepe 
hosiery the word “numeral,” in association with an appropriate number, 
would serve merely to give “desired information to the customer.” Ap- 
plicant, however, is not seeking to register any particular number, and the 
word “numeral” does not appear to be one that would normally be used in 


connection with goods of this character. While it is doubtless highly sug- 
gestive, I do not consider it to be objectionably descriptive. 


He then said: 


The Examiner further held that “since the word ‘Crepe’ appears as part 
of applicant’s mark, applicant’s goods should be described as to whether 
or not they are genuine crepe hosiery, in view of the rulings of the Federal 
Trade Commission.” This requirement is approved, and the application 
should be amended accordingly before publication.* 


No Trade-Mark Use 


Mackin, F. A. C.: Held that applicant is not entitled to regis- 
ter the term “Tric-o-Lastic” as a trade-mark for elastic fabrics and 
webbing, where it appeared that the applicant did not sell such 
goods but merely manufactured and sold ladies’ undergarments in 
which such goods were used. 

After noting applicant’s argument that because of its selection, 
handling and use of such fabrics in one or more sections embodied in 
the garments it was entitled to trade-mark registration, and noting 


* Miles Laboratories, Inc. v. United Drug Company, Opp’n No. 16,536, 
163 M. D. 229, February 27, 1939. 

*’ Ex parte National Silk Hosiery Mills, Inc., Ser. No. 398,015, 163 M. D. 
282, May 22, 1938. 
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the actions of the Office, and referring to certain decisions by this 
Office upon similar questions, the First Assistant Commissioner said: 


I am personally unable to see any serious conflict between Ex parte 
A, Stein & Company [29 T.-M. Rep. 55], 477 O. G. 771, 159 M. D. 868, and 
Ex parte Eastman Kodak Company, 22 Pat. Q. 136 [24 T.-M. Rep. ca 
referred to, and nk that the Stein case and the Crosley case, 159 M. 
871, 477 O. G. 772, 33 U. S. P. Q. 162, just mentioned are more analogous “s 
the present circumstances. 

It appears that the applicant uses the trade-mark “Tric-o-Lastic” for its 
completed garment, and has registered “Tric-o-Lastic” for brassieres and 
girdles, in Class 39, Clothing, registration No. 296, 822, dated August 23, 
1933. 

I am forced to conclude that the applicant is not entitled to attempt to 
establish origin of the elastic fabrics per se by new use of the same mark 
on these fabric parts which it may procure from numerous sources and 
which it merely uses in the construction of a garment or garments, the 
manufacture and sale of whieh constitutes its business. Clearly, neither the 
manufacture nor sale of the fabrics is the business of the applicant, nor 
has it any proper right or need for establishing origin within itself of the 
fabric parts which go into the completed garments which it makes and 
sells.9 


No Trade-Mark Use 


Frazer, A. C.: The Chicago Mail Order Company, filed a peti- 
tion for cancellation of a registration of H. Bomze and Bro., under 
the Act of 1920, of the term “June Arden” as a trade-mark for 
misses’ coats, suits, and dresses, alleging that it had previously 
used “‘as a trade-mark”’ the name “Jane Alden” in connection with 
both ladies’ and misses’ coats, dresses, etc. 

May 4, 1939 (163 Ms. Dec. 273), dismissing the petition for 
cancellation, Mr. Frazer, after stating that no other use being 
pleaded trade-mark use was thus required to be established, said: 

I have examined the record with painstaking care, but find no evidence 
of such use during or prior to the year immediately preceding respondent's 
application for registration. In fact, it appears quite conclusive ly that none 
occurred, 

Then, after noting the record showed that “Jane Alden’’ is the 
assumed name of a lady who is employed by the petitioner as a 
“stylist” and that she identified herself as “Jane Alden” and that 


*Ex parte Maiden Form Brassiere Company, Inc., Ser. No. 395,921, 
163 M. D. 233, February 27, 1939. 








412 TWENTY-NINTH TRADE-MARK REPORTER 


that name was used extensively in advertising and in a lesser degree 
on petitioner’s labels, he said: 

I am unable to agree that printing on labels the notation “approved by 
Jane Alden” constitutes trade-mark use of the name “Jane Alden.” There 
are two labels in evidence carrying the name without these words, but it 
does not satisfactorily appear that their use was sufficiently early to entitle 
them to consideration in this proceeding. 

Then, after noting petitioner's argument that a party might be 
injured by the registration of a mark to another even though he 
himself could not show strict trade-mark use, he said: 


Under certain circumstances this is doubtless true, but I know of no 
case in which it has been held that an allegation of strict trade-mark use 
is supported by proof of use in advertising. The burden rests upon a peti- 
tioner to prove the material averments of its pleading, and obviously that 
burden may not be discharged merely by proving facts not pleaded.” 


10 Chicago Mail Order Company v. H. Bomze and Bro., Canc. No. 3256. 
163 M. D. 273, May 4, 1937. 





